Copyright Law
I. The Purposes of Copyright Law- CB 3-16, 25-40

a. Introduction:
i. Copyright as Intellectual Property

1. Rights/issues that might not be totally appropriate for either a property rights context or an intellectual effort context

ii. What can you do with a copyright?

1. Protect the intangible characteristics – not the physical properties but the intellectual properties

2. Try to protect an industry/market:

a. Mattel’s Barbie litigation

b. Music industry litigation – invoke © to protect market, prevent facilitation of activities that threaten established interests

c. Lexmark – use © to protect market for component parts

3. Impose some restraints on free speech – “you can’t say what I own”

b. Theoretical Underpinnings of Copyright law – Purposes and Justifications 
i. Natural rights approaches - © is a property goal in itself, an entitlement justified in moral terms

1. Locke’s Labor theory – appropriate intellectual property by mixing personal intellectual labor/effort with materials in the common

a. Caveats – can’t own more than you can use, can only own something if there remains enough for others to use

b. Problems – doesn’t fit with the practical system as it’s developed, work for hire…

2. Hegel’s Personality theory – IP and creative expression are extensions of personality, should be protected to protect personality

a. Impact – policy does support equitable considerations, a reason to be fair…

b. Problems – does this grant the same protection for intellectual but less personal works?  

ii. Consequentialist Approaches - © protection are the means to another end

1. Utilitarian justifications, Economic rationale

a. Incentives paradigm - © granted for a limited time, in order to promote progress of arts/sciences
i. Why necessary? 

1. Information as public goods - © protection counteracts non-exclusiveness, affords exclusive good to incentivize production

2. Provides security for intellectual/economic investment

3. Balances high cost of initial production w/ low cost of copying – if marginal costs of copying are so low and there are not legal rights to prevent it ( little incentive to produce

4. Balances public/private concerns – encourages production for the public good by allowing private control/right of action

2. Benefits of this model – fits better with US constitutional © scheme

a. Art. I, § 8, cl. 8 – “The Congress shall have Power … to promote the Progress of Science and the useful Arts, by securing for limited Times to Authors and Inventors the exclusive Rights to their respective Writings and Discoveries.”

b. Recognizes public goods tension – to secure incentive to invest there must be stronger protection, but to promote progress there must be greater access

i. As © is stronger it reduces access, but without strong © you lose incentive to create 

ii. Structure of US scheme reflects this – exclusive rights for a limited time (limited monopoly), bundle of limited rights rather than total protection (inherent restrictions on what is actually protected), including exceptions (fair use, 1st amend, etc)

3. Problems with this model:

a. Hard to extend same rights to tangible and intangible properties

b. IP lacks exclusiveness/rival characteristics – don’t need to protect/conserve resources

c. Cutting off positive externalities of non-exclusive use of intangibles

d. Prevents cost-effective use of intangibles

e. Incentive might not always be necessary for production, so society might incur costs of protection, deadweight loss unnecessarily

i. There may be alternatives

f. Incentives-Access paradox

iii. Incentives for Authors and Publishers

iv. Authors’ Rights

c. Copyright in Context: Past and Present

i. Past history

ii. Copyright Law and Technological Change

iii. The 1976 Act and Beyond

iv. The Copyright Industries

II. The Public Domain and Limited Duration - CB 16-21, 166-172, Supp. 340-356

a. General Principles of the Public Domain

i. Definition, Litman – “Those aspects of copyrighted works which copyright does not protect”

1. Works free from copyright – in general, works that don’t meet © requirements

2. Works created before the enactment of copyright statutes – Bible, Shakespeare

3. Works that are so old that copyright has expired – beyond duration

4. Aspects or ingredients of copyrighted works that are not, in themselves, subject to copyright – facts, ideas

5. Materials or uses that are outside the proprietary regime, that are not limited by the exclusive, codified system

a. Not public interest, or public property 

b. Flip side of proprietary regime – limits what is accessible/protectible and when
i. Proprietary – exclusive rights granted to ©-holders

ii. Public domain – open, accessible, unprotected information 

6. Not necessarily free or accessible – just b/c work is in PD doesn’t mean it’s unqualifiably accessible
a. Works in PD are subject to restrictions by other laws

i. Though PD becomes flashpoint for pre-emption issues

b. Works available in legal sense might not be physically available

i. Everyone has right/privilege to use the materials, but might not be able to

7. Defining the PD – where to draw the line

a. Lockean approach – PD is default, greater intellectual commons that authors can draw from

b. Hegelian approach – PD is default, authors can appropriate from it by investing will or personality

c. Utilitarian approach – PD should contain works for which incentive is not required, or works/elements which must remain accessible to allow for other creation/progress

i. If no incentive was needed to create ( no reason for subsequent ©

ii. Basic info/ideas must be open to spur future createion

iii. PD prevents protecting too much ( disincentive for creation

iv. PD facilitates alternative modes of production (and protection)

v. Economic concerns

1. Limit access costs to fundamental IP building blocks

2. Minimize deadweight loss and network externalities

vi. Political concerns – PD protects free speech, point of intersection between © law and 1st amend

8. Objections to, Criticism of PD

a. Landes & Posner (2003) – creates waste inefficiency

i. PD is too narrow, seems derogatory, just a dumping ground for works that are no longer useful or valuable

b. Sees property rights as THE driving force behind creation/use – that has limits…

b. Uncensored Marketplace of Ideas

i. Netanel - © law designs the information environment, best understood “as a system intended to support our democratic civil society”
1. Production and structural functions

2. Strong © facilitates concentrated market for content, concentration of expressive power, allows for creation of independent press
a. Economic incentives to produce independently of state patronage

3. A form of information market regulation – we regulate all markets to some degree

c. Duration and Underlying Policy 

i. Current Duration Mechanics:

1. Works created on or after Jan. 1, 1978 (when the 1976 Act went into effect), as modified by the Bono Act (adopted in 1998) - §302

a. Work created by single author - life of the author plus 70 years

b. Work created by joint authors, that is not a work for hire - life of the last surviving author plus 70 years

c. Anonymous work, pseudonymous work, work made for hire - term of 120 years from year of creation or 95 years from year of publication, whichever expires first

2. Works first published before Jan. 1, 1978 – 1976 Act extended…

a. Works published prior to 1923 have already entered the public domain 

b. Works published with proper notice between 1923 and 1964 – 28 years extended to 95 if a renewal was filed on time

c. Works published with proper notice between 1964 and Jan. 1, 1978 – 95 years, with renewal occurring automatically in the middle of that

i. Renewals are no longer required, they have been automatic since 1992, though the waiving of the requirement could not be applied retroactively to works that had already fallen into the public domain

3. Works created but unpublished prior to Jan. 1, 1978 – Act provided protection and incentive to publish

a. Minimum term for previously unpublished works, increased protection if published now

b. Works unpublished prior to Jan 1, 1978 and not published before 12/31/02 – life of the author plus 70 years for sole and joint authors, 120 years from creation or 95 years from publication for anonymous, pseudonymous works and works made for hire, whichever is shorter BUT not to expire before 12/31/02

c. Works unpublished prior to Jan 1, 1978 and published before 12/31/02 – life of the author plus 70 years for sole and joint authors, 120 years from creation or 95 years from publication for anonymous, pseudonymous works and works made for hire, whichever is shorter BUT not to expire before 12/31/2047 (got an extra 25 year protection for publishing earlier)

ii. Duration Policy 

1. Extension of duration slows entry of works into public domain, provides more protection for authors

2. Immediate protection and single term brings US © law more into line with international schemes

3. Simplification of durational scheme makes it easier to use, allows for more freedom/flexibility in structuring IP uses

4. Criticism – retroactive application seems less justified, allowed

iii. Eldred v. Ashcroft (2003), Supp. 340

1. Eldred, the creator of a major public domain website posting an extensive catalog of formerly copyrighted materials, challenged the Copyright Term Extension Act (CTEA) on grounds that it oversteps the Copyright Clause’s “limited time” prescription and the First Amendment’s guarantee of free speech

a. Focused on retroactive application

b. Claimed that extension overlooked requirement of originality, fails to promote progress, ignores ©’s quid pro quo, doesn’t really do what Congress was charged with doing re: © 
2. Ginsburg – upholding the extension

a. Not a 1st amendment problem

i. Ideas are still free, despite longer term of protection for expression

ii. © and free expression are not in conflict – we’ve done this before, CTEA doesn’t throw off inherent balance, still have idea/expression dichotomy and fair use
iii. © is actually protection against compelled speech – prohibits D from using P’s words as D’s own…

iv. Problems - © does restrict some speech, informal chilling effect if nothing else, limits shared culture/info/speech

b. Not a violation of Constitutional IP clause

i. “limited terms” requirement does not preclude alteration of limited times once set

ii. Equity reasons to grant extensions evenly

iii. Even w/extension, © term is still limited

iv. Intention was not to end-run constitution or create perpetual ©

c. Was the CTEA a rational exercise of legislative authority conferred by Copyright clause? Court “defers substantially” to Congress, which presented some explanation of how this will promote progress
i. Additional incentive from longer term

ii. Incentives to republish/restore older works

3. Stevens, dissenting – claimed legislative intentions don’t support or justify retroactive application, concerned about creation of perpetual ©

4. Breyer, dissenting

a. Copyright and free speech are not always in line

i. Copyright promotes creation of speech only once, then limits subsequent use/expression, this just provides incentive for marginal costs of production or subsequent use
ii. If copyright limits expression at all, should be subjected to higher level of constitutional scrutiny

b. Retroactivity is a problem - How is it promoting progress to just extend protection for works that are already created? Extension doesn’t quite fit constitutional mandate

i. Response - May provide incentive for publication of created but unpublished, promote progress through dissemination

c. Questions rationality – CTEA bestows only significant private benefits, not public benefits, CTEA threatens to undermine expressive values protected by Copyright Clause, CTEA isn’t justified by any significant Clause-related objective

5. Follow-up case, Golan v. Ashcroft – challenging the restoration of copyright to eligible foreign works, on grounds that removal of those works from the public domain violates the IP Clause and 1st Amendment

a. Court denied govt’s motion to dismiss, noting sufficient differences from Eldred support further review…

III. Copyrightable Subject Matter: Idea/expression dichotomy - CB 90-107, 284-294.
a. General Principles:

i. Dichotomy set out in §102(b) – what copyright does NOT cover

1. “In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept principle or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.”

2. The line seems clearly codified, but is extremely hard to apply

ii. Policy – why do we NOT protect ideas?

1. Maintain PD – the other way to promote progress

2. Maintain division of labor between copyright and other IP law – other systems can approach ideas in different ways

b. Merger Doctrine – When there are very few (or only one) ways to express the idea, the expression and the idea are seen as one unit. Expression is not protected because it would place an effective monopoly on the idea.

i. Where the use of an idea requires copying the work itself, copying will not constitute infringement, b/c the work will not be ©able

1. If idea and expression merge ( work is precluded from © protection.

ii. Evaluating merger claim – depends on how broadly you define “idea” 

iii. Not entirely ineligible – can get VERY thin protection against identical copying or direct policy

1. Identical copy necessarily takes expression, author has some right for that

c. Idea/Expression analysis:

i. Approach it analytically – there’s no clear ansywer

1. Is the issue/element in question more like an idea or an expression?

a. Balance in terms of facts, context, policy, analogies

b. Is there a theme or element, piece of raw intellectual material, that can be expressed in multiple ways?

c. An abstract theme?

d. Or a more specific expression?

2. Fit with policy – why certain things are protected and others arent 

a. Does this work/element need protection or should it be kept open

b. What are the policy consequences of extending or not extending protection

ii. Example - Guy Bourdin photos and Madonna’s Hollywood videos

1. Not an actual copy, so did she take idea, expression or both?

2. If photos were entirely expression, 2nd-users couldn’t come close

a. Would cut back materials in PD

3. If photos are more idea-based ( more in PD, more to be used by others

4. Compare details – how closely does later work match earlier work?

a. More repetition ( more likely to have taken expression? 

b. Copy central detail ( expression?

c. Compare works as a whole or in parts?

5. Judge by original contributions in 2nd work? Not really, that won’t disprove infringement …

iii. Dead Sea Scroll Cases - David Nimmer, Copyright in the Dead Sea Scrolls, Houston Law Review (2001), pp. 97-117.

1. Archaeologist who reconstructed and deciphered the text, filled in the gaps sued subsequent publisher for infringement.

2. Is there copyright in the deciphered, reconstructed text of the Dead Sea Scrolls? Was there a sufficient original contribution to rise to level of ©? No.
a. P wasn’t original author… but he did contribute sufficiently, enough to qualify as compilation or derivative work?

3. Argument for © - effort, creation, compilation…

4. Argument against © - what court said…

a. Pieces would have been assembled in the same way regardless – the “right” way

i. Just one way of expression, so even if expression, it merged with idea

ii. He didn’t translate – would have been ©able derivative

iii. Gap-filling wasn’t creative, was scientific – he looked for the “right” pieces, didn’t select or create on his own

b. If there was © in the finished work, as created, it would have gone to original author

c. Would © promote progress here? Sweat of the brow is no longer a sufficient rationale for granting ©

i. Stronger reasons to allow access for academics, scholarship

iv. Baker v. Selden (1879), 91 - Form v. Function v. Fair Game, Methods and Systems
1. Selden’s widow sued Baker for adapting the accounting system without paying licensing fees. Alleged copyright infringement on blank bookkeeping forms, explained in Selden’s book. 

2. Was taking/using the forms in a slightly different format (different headings) an illegal copy or an allowable use? Implicitly, were the original forms eligible for copyright protection? Allowable use because the forms were NOT protectible. 

a. Blank forms are not ©able, they are a system/method, not expression

b. Forms are functional, created to be useful/used – illustrative of problem © law has with functional works in all cases…
i. Granting © would block rather than promote use/progress – establish a monopoly over the system, and systems are not ©able
ii. Benefit of system comes from use, must remain in PD to be used

c. Some distinction drawn between works w/ communicative purpose and works w/ functional purpose

i. And distinction between works eligible for © and those for patents – patents can cover ideas/systems b/c of higher standards and limited, different monopolies

3. Exceptions – there might be thin © on the exact form, preventing exact copy for expressive rather than functional purposes

v. A.A. Hoehling v. Universal City Studios, Inc. (1980), 98 – Historical facts, theories, ideas, arguments.
1. P published book about destruction of Hindenburg. Claims that his essential plot and argument should be protected, b/c he supplied missing pieces and made a new, real historical argument/theory.

2. Is a historical theory or account copyrightable? Not really

a. The thesis/argument/interpretation is not protected – facts are not copyrightable, interpretations and arguments are just ideas

i. Facts need to remain in the PD for utilitarian reasons

1. If we give © monopoly to first reporter of facts, everyone else is restricted from use unless they “discover” them again independently

ii. But also b/c they don’t satisfy constitutional standards – not created, just discovered

1. Discoveries don’t necessarily fit the incentives paradigm – not always necessary or sufficient for discovery (discovery by accident)

iii. And the interpretation is just an idea – we don’t © ideas

b. His “book” is protected – but less protected than creative books

i. Non-fiction gets thinner © than fiction…

3. Problems – is this fair? Potentially not…

a. Copyright in the scholarly context is slightly different

4. Recent follow up, Riboud v. Dreamworks, Inc (1988, 1997) – Amistad Case

a. Author of book again unsuccessful in assertions of © protection, for the same reasons

i. Explanations/interpretations of historical facts/stories are NOT ©able

ii. Plot/characters can be protected to extent that they are independently original, identifiable, developed…. 

iii. Can protect the fiction side of historical fiction

vi. American Dental Association v. Delta Dental Plans Association (7th Cir. 1997), 103 – Are taxonomies copyrightable expression or unprotectible systems?
1. ADA created dental code taxonomy and Delta created similar code using most of numbering system of ADA’s code

2. Was the taxonomy copyrightable? If yes ( Delta infringed, if no ( no infringement. Yes, taxonomy was protectible expression.
a. Creative product, expression that hadn’t merged with the underlying idea of classification, could have been expressed in a number of ways.

b. Facts are the ideas, classification is the idea. Taxonomy is an expression.

3. Underlying policy considerations – help to distinguish from Baker

a. If court gives copyright for taxonomy, would it create a problematic monopoly? Does it give ADA more control than normal ©-holder?

i. Not really, as much – others can use taxonomy idea w/o infringing on exact structure, can be used in a practical sense.

ii. Subsequent use might be fair use

d. Characters: Idea/Expression Dichotomy in fictional contexts
i. Definition - character is a combination of idea and expression contained in a work of authorship.  Have to determine what aspects of the work are protected and what are not.  Separating the idea from the expression may be more or less difficult depending on the medium. Consider:

1. Protectible expression v. Stock Characters

2. Specific scenes v. scenes a faire

3. Graphic characters v. literary/dramatic characters

4. Visual images – treat work as a picture rather than character… 

ii. MGM, Inc. v. American Honda Motor Co (C.D. Cal 1995), 284 – “Story being told” test for character copyright
1. Honda used James Bond figure in a commercial, and MGM claims © infringement b/c character is sufficiently expressed and delineated in © films that they own
2. Is a character ©able? Yes, in certain situations. And in this situation.
a. How to tell? 2 tests – “story being told” and “fully specified/delineated”

i. Story being told – has the character really become the story? Does the character carry/constitute the story? If so ( protected

1. Sam Spade Test – VERY high standard, not followed by most courts
ii. Character delineation – has the character been sufficiently fleshed out, advanced far enough from a stock character to be worth of protection?

1. Air Pirates Test – better for visual characters?

2. Also supported by Hand’s opinion in Nichols v. Universal Pictures Corp. 

iii. Titan Sports, Inc. v. Turner Broadcasting Systems, Inc. (D. Conn. 1997), 287 – Specifically delineated characters can be copyrighted
1. Concerned copyright in WWF characters

2. Owner of © works with a character can also get © for the character. “A plaintiff, however, must still demonstrate that the character was “distinctively delineated in the plaintiff’s work, and such delineation was copied in defendant’s work”

a. P has burden of proof for copyrightability of character

3. Protection is limited to the character as defined by performances in ©’d works

4. P here sufficiently alleged that the character was developed and defined to be worthy of © - threshold question enough to save summary judgment.

iv. Example – Harry Potter and knock-offs

1. Is he sufficiently developed to be ©ed?

2. What’s the policy force for restricting knock-offs? Are they legitimate competition or copyright infringement?

e. New Paradigms?

i. Interplay between character copyright and trademark, unfair competition, right of publicity laws…

IV. Copyrightable Subject Matter: Fixation & Formalities - CB 63-75; 153-163, Supp. 339

a. Elements of Copyrightable Subject Matter – What is actually eligible for protection?
i. §102(a) – “Copyright protection subsists, in accordance with this title, in original works of authorship fixed in any tangible medium of expression, now known or later developed from which they can be perceived, reproduced or otherwise communicated, either directly or with the aid of a machine or device…”

b. Fixation

i. §101 – “A work is fixed in a tangible medium of expression when its embodiment in a copy of phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.”
ii. Why is fixation a requirement?

1. Based on constitutional grant to protect “writings”

2. Work needs to be sufficiently permanent that it can be communicated again – incentive model for transitory, ephemeral works wouldn’t hold up
3. Evidentiary purposes

iii. Digital issues

1. Does fixation require a format that is intelligible to human reader? No.

a. Code allows for use of machine or device

2. What is sufficiently permanent? Ephemeral or temporary copies?

3. Williams Electronics Inc. v. Artic International Inc. (3d Cir. 1982), 66

4. MAI Systems Corp. v. Peak Computer, Inc. (1994), 69 – Digital Fixation
a. Does loading of software into RAM, creating a temporary record, meet the fixation standards for copyright purposes? Yes. 

i. A copy created in RAM can be “perceived, reproduced or otherwise communicated” so loading into RAM creates a copy under © standards

b. Implications - Every use in a digital format requires temporary copying…

c. Formalities

i. What formalities?

1. Notice – most central concept in US copyright law, ©-holders needed to signal that work was protected

a. Initially, extremely strict requirements – w/o notice, work went into the PD. Required affirmative action from author, upon publication could choose ©

b. Berne Convention Implementation Act – US gave up notice requirement to join Berne Convention

i. For works created after March 1, 1989, © protection can not be contingent on meeting formality requirements

c. Advantages w/ notice – easier to defeat claims of allegedly innocent infringer, affects ultimate damage determinations, provides information for both sides, makes for more efficient exploitation of work

2. Registration

a. Still required for American works – can’t file an infringement suit on a non-registered work

b. Registration affects statutory damages, attorney fee recovery

3. Deposit – still required. ©-holders must deposit 2 copies of work w/ library of congress

ii. Purpose of formalities

1. Traditionally - used to add another dimension to obtaining copyright, works had to meet substantive standards and meet the formal requirements

2. Continued virtues – information and certainty re: © status/details
a. In Berne Convention environment, © is extended automatically on creation and fixation of original expression. Protection is now the default, but that may be harder for people to use

i. Responsibility for not infringing, burden of discovering status, shifts to users

ii. Information about © status isn’t immediately given, may be harder to find

iii. Current developments – general process of lifting/weakening formalities, now seeing some move back to formalities

1. Reasons to lift:

a. Keep in line with international schemes

b. Formalities are unnecessary state interference, regulatin

c. Lifting formalities removes another trade restraint

d. Easier to get copyright – just need to fix work

e. Shifts default status from PD to ©

2. Effect of lifting - © is the default, easier for the content industry, increases transaction costs to work with protected materials

3. Problems – loss of information is particularly a problem in the internet environment

a. Response – Creative commons…

b. Reimpose formalities? Might create it’s own problems, impose hardship on unexpecting parties, undermine uniformity, shift transaction costs back

iv. Jessica Litman, Sharing & Stealing (draft 04/2004), pp. 11-15  http://www.law.wayne.edu/litman/papers/sharing&stealing.pdf
v. Estate of Martin Luther King, Jr. v. CBS, Inc. (11th Cir. 1999), 158 – What is publication?

1. Estate sued for infringement of “I have a dream” speech, when A&E used 60% in a documentary

2. Issue – was the speech generally published, so in PD rather than protected by ©?

a. MLK attempted to secure ©, but it might have been immediately forfeited to the PD via general publication

3. Court found release of speech to news media for coverage of newsworthy event is limited publication under 1909 act. Didn’t destroy common law ©

a. Common law protection persisted until moment of general publication, when general publication occurred, author forfeited work to PD or had gone through steps to convert common law © to fed statutory ©

b. General publication occurred in 2 situations – if tangible copies are distributed to general public to allow pubic to exercise dominion and control over work, or if work is exhibited/displayed in such a manner as to permit unrestricted copying by general public.

c. Distribution to news media is only limited – author shouldn’t have to choose between news coverage and preserving common law ©, this publication communicated contents of work to select group, for limited purpose, w/o right of diffusion, reproduction, distribution or sale

4. “A performance, no matter how broad the audience, is not a publication” 
V. Copyrightable Subject Matter: Originality - CB 75-90
a. General Principles – Originality, along with fixation, is a threshold requirement for ©

i. §102(a) – “Copyright protection subsists, in accordance with this title, in original works of authorship…”
1. Based on Constitutional grant of authority to grant rights to authors in their respective writings

ii. Determining, defining, analyzing originality is a major issue.

1. Court needs to identify a contribution that turns PD materials into a © work

2. Additional contribution may be very minimial – how much is enough?

iii. Rationale for different standards – Examined in Feist (below)

1. Originality is a gatekeeper of the copyright act

2. Does it work? If we change the originality standards what would happen?

a. With such a minimal requirement, it might not be that effective 

b. So easy to be “original” ( doesn’t make it hard to pull things from PD

c. Works in combination with other limiting requirements

d. If we raise the standard, courts would make more subjective decisions

b. Burrow-Giles Lithographic Co. v. Sarony (1884), 76 – Original to Whom?

i. Oscar Wilde photography case.

ii. Can a photography be an original work of authorship? Yes.

1. Why wouldn’t it be? Depiction of facts, captures an actual moment, photograph doesn’t create the subject

2. But applying their standard of originality, for © purposes, this counts.

iii. Standard of originality – something contributed by the author. Originality is an artistic contribution.
1. Something creative that originates with the author.

2. Application - Setting the scene, the lighting, position was sufficient. Created the photo even if not the subject

c. Bleistein v. Donaldson Lithographic Co. (1903), 79 – Originality in ads, artworks
i. Circus poster case – were these works sufficiently original so as to be eligible for ©? Yes.

ii. Holmes – set a very low standard for originality, simply requiring some level of independent contribution, something more than trivial, focus on the quantity not quality of the contribution
1. Why set the standard so low? 

a. Don’t want to base originality on artistic merit, court shouldn’t really be using and probably can’t apply an artistic merit standard
i. Doesn’t want to put court in position to discriminate between works under guise of evaluating originality 

b. Commercial motive shouldn’t discredit © eligibility – “a picture is none the less a picture and none the less a subject of copyright that it is used for an advertisement.”
i. Just b/c there are other incentives for creation of this sort of work doesn’t mean it’s not eligible
d. Alfred Bell & Co. v. Catalda Fine Arts (2d Cir. 1951), 85 – More than merely trivial, Originality in reproductions of Artworks
i. D sold color lithographs of Ps mezzotints, which are copper tracings of photographs. Were the mezzotints protectible? If so did D infringe? Yes.
1. Artistic reproductions are based on preexisting works. In order to be ©ed, they must meet originality standards.

2. Exact reproductions would lack originality. But if the copy entails the 2nd author’s dependent creative judgment, it may qualify
ii. Court adjusts standard of originality – “All that is needed to satisfy both the Constitution and the statute is that the ‘author’ contributed something more than a ‘merely trivial’ variation, something recognizably ‘his own’.  Originality in this context ‘means little more than a prohibition of actual copying.’ No matter how poor artistically the ‘author’s’ addition, it is enough if it be his own.”
1. Need independent creation that is not simple copying, a minimal contribution by the author – looking for a distinguishable variation

a. Here that contribution was basically the medium transformation –the creative effort behind the engraving, creative application of the process

2. Problematic standard – very low standard, variations are not always creative, not even always intentional
a. Should intent of author be factored in?

b. This standard has been effectively rejected by other cases – too low a standard, too tied to a reward for effort or a medium transformation

i. Batlin, etc…

e. Bridgeman Art Library v. Corel Corp (S.D.N.Y. 1999), 87 – Slavish copying, simple medium transformation is not sufficiently original.
i. Bridgeman marketed reproductions of PD art (he wasn’t infringing), maintained library of these reproductions in transparencies and digital files on CD-ROM.  Corel created and marketed software, including CD-ROM of reproductions of European paintings.  Bridgeman claims that Corel copied its transparencies in creating the digital reproduction

ii. Were the digital copies of the paintings meet the originality standards? No.

1. Simple change of medium isn’t enough

2. If production/creation is nothing more than “slavish copying” it is not sufficiently original, did not have a distinguishable variation

iii. Underlying policy considerations – digital revolution concerns

1. Don’t want the digital revolution to re-establish copyright

2. Digital works should, if anything, be more accessible

3. Questionable on the author element too – the computer is doing the whole transformation…

VI. Derivative Works & Compilations - CB 107-127, Supp 333-334
a. Derivative Works

i. Definition - §101 - a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted.  A work consisting of editorial revisions, annotations, elaborations, or other modifications which, as a whole, represent an original work of authorship, is a “derivative work”.

1. § 103 – The subject matter of copyright as specified in by §102 includes compilations and derivative works.

2. Based on an older work – the underlying work must be something protectible in its own right (though not necessarily protected currently)

3. Scope of protection – derivative work author only gets protection for the original contribution

ii. Derivative originality standards – seem to be a little stiffer

1. Court requires the same original contribution as w/ other works but the contribution needs to be both nontrivial and seems to need to not affect the rights of the 1st work to a degree…

a. Need to strike a balance between interests/rights of first author and derivative author

b. Though we also want to encourage derivatives (why they can be protected on their own) b/c it gives authors a running start

c. Most efficient to have original owner exploit derivative opportunities – either personally or through transfer. Want to concentrate all elements of © in one party

d. And be careful with changing standards – don’t want to get too close to artistic merit evaluations

2. L. Batlin & Son, Inc. v. Snyder (1976), 109 – Judging originality in derivatives 
a. Vendors making plastic copies of a public domain Uncle Sam. Are the plastic versions worthy of protection as derivative works?

b. No, works did not pass originality standards. 

i. Court claims the work wasn’t independently created – he was working off a model. Though that’s questionable, there will always be models for derivatives

ii. But there definitely wasn’t a sufficient original contribution – medium shifting isn’t enough

1. The variations weren’t creative variations, they were practical/functional variations resulting from the production process

2. Sweat of the brow arguments don’t work…

c. Dissent – the purpose/cause of the variation shouldn’t be determinative, all derivative variations should be treated the same…

d. Compare with Alva Studios, inc. v. Winniger (Rodin’s Hand of God)
i. Derivative sculpture WAS ©able – required skill and originality to reproduce scale reproduction w/ such exactitude

ii. Policy arguments work in favor of © protection in this case – take account of underlying pre-existing work. Rodin was not something that was in and of itself accessible to the public, was more unique and rare. The “copying” itself required more skill, more creative input

3. Entertainment Research Group, Inc. v. Genesis Creative Group, Inc. (9th Cir. 1997), 111 – Originality standards and derivative works
a. ERG designs/manufactures 3D inflatable costumes used in publicity events, ordered by companies and based on the companies’ cartoon mascots. ERG sued Genesis and a competitor for infringement of the costumes
i. Wanted to apply Doran test – if the form of the derivative work and the underlying work are sufficiently different, the derivative was original enough to be copyrighted

b. Court rejects Doran b/c underlying work here didn’t come from PD – v. important b/c derivatives will impact © and market of original, and Ct needs to protect underlying rights 
i. Need to strike a balance between holder of © in underlying work and creator of derivative on that work

c. Applies Durham test - better for derivatives of ©’d originals – 

i. To support © the original aspects of the derivative work must be more than trivial

1. Merely trivial original contributions wont support © for a derivative

ii. The original aspects of a derivative must reflect the degree to which it relies on preexisting material and must not in any way affect the scope of the © protection in that preexisting material

1. Infringing derivatives don’t get protection as derivatives…

d. Costumes aren’t exact replicas of underlying cartoons, but differences that are caused by functional or mechanical considerations don’t count as original – the differences were related to changing media, etc

e. Policy – also considered that granting © would give ERG effective monopoly on costumes for these characters, any other costume licensee would most likely face infringement claims

4. Pickett v. Prince (7th Cir. 2000), 115 – Cycle of derivative works
a. P sued D for © infringement for derivative work (guitar in shape of Prince’s symbol) created by P based on symbol ©ed by D; D later created his own guitar in shape of symbol and used it.  D counterclaimed for infringement of ©ed symbol.

b. Posner – Concerned with setting a lower standard for originality for derivative works

i. Worried about effects on author of underlying, preexisting work

ii. Don’t want to reverse rights to make derivatives – if we grant © to derivative author too easily, original author may be precluded from subsequent creations with his original work…

iii. Implications for infringement

1. The right to make derivative work is an exclusive §106 right, so whether a derivative work can be independently protected is also a question of authorization/infringement

a. 2nd work needs to be substantially different/original w/ respect to 1st work, but also needs to not be unlawful

b. Purported derivatives can not have been made unlawfully…

c. If derivative work contains sufficient originality, it may be eligible for its own ©, but only if lawfully made

b. Compilations 

i. Definition – §101 - A work formed by the collection and assembling of pre-existing materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship

1. §103 – inclusion as copyrightable subject matter reaffirmed

2. An original contribution needs to be made, sufficient to satisfy © originality standards, in the selection, organization, arrangement of data

3. Difference from derivative works – compilations don’t necessarily rely on pre-existing copyrightable works

a. Can be a collection of pre-existing materials that could not have been copyrighted on their own

b. May make compilation © easier, don’t necessarily have to worry about infringement of elements, but don’t want to take too much away from PD too easily

ii. Roth Greeting Cards v. United Card Co. (9th Cir. 1970), 124 – Copyrightable compilation Greeting Card? 

1. P produces and sells greeting cards; brought action for © infringement against D for copying cards.  D defended that cards weren’t copyrightable.

2. Are the cards eligible for ©? Yes.

a. Text, on its own, might not be. But proper analysis requires that all elements of each card, including text, arrangement of text, art work, and association b/w art work and text be considered as a whole
b. Underlying elements arent protectible, but the arrangement as a whole is eligible for © as a compilation.

iii. Mason v. Montgomery Data, Inc. (5th Cir. 1992), 125 – Copyrightable map?

1. Maps were traditionally given © protection, as original expressions, graphical works. Could also be considered compilations.

2. Could be seen as a creative, original compilations of facts – but do need some real original contribution/expression…

iv. Feist Publications v. Rural Telephone Service (1991), 118 – Major analysis of the originality requirement, Constitutionalized originality as a © requirement
1. Telephone competition case, dealing with a database/compilation of facts. 

2. Were the whitepages sufficiently original so as to be ©able? No. 

a. Respect the commercial value of the product, and the effort that went into it, but neither are sufficient to entitle © protection

3. How to interpret the originality standards for compilations? How to judge whether the selection, arrangement, organization, etc do lead to the creation of an original work.

a. Facts are not copyrightable. But compilations of such facts will be copyrightable if original.

4. O’Connor/Court set a new standard – 2 parts to originality – independent creation and a modicum quantum of creativity
a. Independent creation – owing origin to the author, not copied from another

i. But mere independent creation by the author is not enough

b. Need some minimal degree of creativity – spark of originality? Intellectual effort? Reflection of one’s own personality? 

i. Don’t need to get to the patent standard of novelty, but do need more than a trivial contribution. This is actually a very de minimis level

ii. Judge the work as a whole when looking for originality

iii. Alphabetical arrangement does not count… couldn’t have been more obvious or less creative a selection
c. And even when originality is proven, the scope of © protection is thin – only extends to the original selection or arrangement, only those things the author has contributed
d. Narrowest rule – an alphabetical listing of telephone subscribers and their numbers cannot be protected as a compilation under copyright unless the selection, coordination or arrangement of the facts is original.

i. But what is original under this rule? 

v. Trebonik v. Grossman Music Corp. (N.D. Ohio 1969), 123 – New organization/presentation of PD facts will be sufficient to establish © for compilation
1. P created Chord-O-Matic, uses unique wheel format to show fingerings for guitar chords.  Sold with accompanying 2-pg instruction manual explaining how to use it

2. Court considered Chord-o-Matic is ©able: arrangements of material in public domain (guitar chords) can be ©ed b/c here their expression is presented in a novel way

VII. Protected Works: Facts and Databases - CB 96-97, 294-314, Supp 367 

a. General principles of protecting facts and databases:

i. Feist Standards Applied:

1. White Pages – selection and arrangement was not original enough ( no ©

a. Alphabetizing listings is not sufficiently original

2. Yellow Pages – Bellsouth Advertising & Publishing Corp. v. Donnelley Information Publishing (11th Cir. 1993), 295 – Selection, arrangement, utility

a. There might have been more room for originality, based on selection of advertising/entries

b. But here there was no independent selection – selection reflected business decisions not creative decisions

i. Business model determined the selection and arrangement, not the author

ii. Classification headings or structure of compilation NOT sufficiently original

3. Consumer reports and price predictions – CCC Information Services v. Maclean Hunter Market Reports (2d Cir. 1994), 299 - selection, arrangement a result of professional judgment and expertise ( sufficiently original

a. The “method” of collection and selection here is more independent, creative, intellectual, even when relying on formulaic data

b. Selection method was driven by personally/independently subjective and evaluative criteria – met the standard

b. CDN Inc. v. Kapes (9th Cir. 1999), 303 – What is a fact? Very important for parties who have expended effort constructing a compilation…
i. Are prices listed in wholesale coin price guide sufficiently original to merit © protection? Yes.

1. CDN wasn’t merely reporting “facts,” was adding originality to determine prices – sorting through and interpreting data, applying professional judgment (like Red Book case)

2. “What is important is the fact that … CDN arrives at the prices they list through a process that involves using their judgment to distill and extrapolate from factual data. It is simply not a process by which they discover a preexisting historical fact, but rather a process by which they create a price which, in their best judgment, represents the value of an item as closely as possible.” 

c. Matthew Bender & Co. v. West Publishing Co. (2nd Cir. 1998), 305 – testing the arrangement of the database
i. Could West’s pagination system and resulting databases be copyrighted? Was there sufficient originality and expression in the selection/arrangement to qualify as a compilation? No.
1. Rejected interpretation in pre-Feist Case

2. Pagination here was not ©able, and could be used by others

ii. Arguments for copyrightable arrangement – order of cases, assignment to a volume, initial pagination, headings, star pagination

iii. The database/work as a whole might be given thin copyright (automated databases are copyrightable compilations), but the arrangement/pagination element was sufficiently original expression 

1. Pagination process conducted by computer

2. Page numbers too close to facts

iv. Dissent – considered this a compilation – arrangement of cases dictated pagination, pay more attention to new issues in digital format
d. New Paradigms? 
i. There have been efforts to construct sui generis federal protection, based on Commerce powers rather than copyright powers, for databases, particularly electronic ones

1. database owners themselves clearly now charge for access…

2. Nothing formal has been done yet

VIII. Protected Works: Useful Articles - CB 215-240, Supp. 365-366  

a. Useful Articles with Pictorial, Graphic or Sculptural Aspects – General Principles:
i. §101 – Copyright extends to “the design of a useful article … only if, and only to the extent that, such design incorporates pictorial, graphic, or sculptural features that can be identified separately from and are capable of existing independently of, the utilitarian aspects of the article.”

1. Established requirement of separability - © only extends to the “artistic,” creative or intellectual elements, doesn’t protect the utilitarian/functional elements

a. Limitations also reflected in §113

b. Copyright Office Regultion – “If the sole intrinsic function of an article is its utility, the fact that the article is unique and attractively shaped will not qualify it as a work of art. However, if the shape of a utilitarian article incorporates features, such as artistic sculpture, carving or pictorial representation, which can be identified separately and are capable of existing independently as a work of art, such features will be eligible…”

c. © protects the aesthetic contribution not the innovative design

2. Definition of useful article – “an article having an intrinsic function that is not merely to portray the appearance of the article or convey information”

ii. Actual application to useful articles:

1. Original works of art, eligible for ©, do not cease to be ©able when they are embodied in/used for useful articles

2. Eligibility for protection is not affected by:

a. Potential availability of design patent protection

b. Intended or actual use in industry or commerce

c. Aesthetic value of the design (Bleistein)

iii. Separability – need to be able to identify functional elements separately from ©able original creation/contributions

1. Physical – can actually separate the two types of element

2. Conceptual – can see the aesthetic as something separate from the physical use
3. Very vague, difficult line to draw – look at policy factors in each case

a. Account for reasons to keep useful, functional aspects in the PD, not provide ©

b. Making this inquiry to avoid an anti-competitive effect in giving © over unpatented utilitarian articles. Really need to make sure the object is more than merely functional before granting ©

b. Mazer v. Stein (1954), 218 – Kitsch or Progress?

i. Dispute over copyright status of human figure sculpture used as lamp base. 

ii. Copyrightable? Yes. 

1. “subsequent utilization of a work of art in an article of manufacture in no way affects the right of the copyright owner to be protected against infringement of the work of art itself”

iii. Underlying policy concerns – court pressured by manufacturers of useful articles, other forms of protection were insufficient, design industries really wanted copyright protection 
c. Kieselstein-Cord v. Accessories by Pearl (2d. Cir. 1980), 220 – Determining separability

i. P designed and created belt buckles, copyrighted as sculpture. D made and sold exact but cheaper copies of buckles, admitting to copying but arguing that buckles not copyrightable b/c they had no separately identifiable pictorial, graphic, or sculptural 

ii. Court found buckles protectible b/c they were conceptually separable sculptural elements

1. Buckle was capable of existing independently of utilitarian function – people were wearing them as jewelry… not all buckles “have” to look like this, though reverse argument is not as strong…

2. The aesthetic elements seemed to be the primary function of the buckles, rather than their secondary utilitarian function

d. Carol Barnhart Inc. v. Economy Cover Corp (2d Cir. 1985), 223

i. P made torso forms for which to display clothes.  D copied them, P sued for © infringement.  P claims that clay sculpting was used in making the molds for the forms, which is often used in traditional sculpture, and that forms were copyrightable.

ii. Court considered forms NOT protectible. 

1. The ordinary observer would recognize that any features which may be aesthetic or artistic on the torso are inextricably intertwined with utilitarian function of serving as clothes model

2. Implicitly relying more on physical inseparability? 

iii. Newman, dissenting – focus on the conceptual rather than the physical separability

1. Temporal displacement test – for design features to be conceptually separate from the utilitarian aspects of the useful article that embodies the design, the article must stimulate in the mind of the beholder a concept that is entirely separable from the utilitarian functions. This could have, forms could be considered just artistic.

e. Brandir International Inc. v. Cascade Pacific Lumber (2d Cir. 1987), 226

i. Was a somewhat ornamental bike rack copyrightable as a useful article? No. 

ii. Court adopts Denicola test on conceptual separability: if design elements reflect merger of aesthetic and functional considerations, artistic aspects of a work cannot be said to be conceptually separable from the utilitarian elements.  Conversely, where design elements can be identified as reflecting designer’s artistic judgment exercised independently of functional influences, conceptual separability exists.

1. Emphasis on influence of utilitarian concerns in design process may help to “alleviate the de facto discrimination against nonrepresentational art that has regrettably accompanied much of the current analysis”

2. Look at designers motivation - did he design the rack this way because it was more functional or because it looked better?  

iii. Dissent – focus not on the process used by the designer, but on how the rack was perceived. Similar to the temporal displacement test, emphasizing whether the object is perceived as aesthetic regardless of function.

f. New Paradigms?

i. Industries unsure about availability/scope of © protection lobby for more – should Congress rewrite the definition of pictorial, graphic, sculptural?

ii. TRIPS agreement requires minimum level of protection for industrial designs – 232

iii. Interplay with design patents, trade dress protection

iv. Industrial design protection in the EU and US – 234…

Separability tests:

	
	Kieselstein Test

Defer to artistic experts or instutional judgments
	Barnhart Test

Legal test rather than external sources. How are the useful items viewed by the ordinary observer – are the artistic and functional elements “inextricably intertwined”? Are design features driven by functional considerations? 
	Barnhart dissent

Focusing on conceptual separability. Does the article “stimulate in the mind of the beholder a concept that is separate from the concept evoked by its utilitarian function?” Displacement of function. 
	Brandir Test

Whether the elements are functional requirements. Or are they works whose origins lie outside the industrial process 

	Belt Buckles
	Buckles won awards, praised as artistic works. Also mattered that people were not using them just as belts. HOLDING: Copyrightable 
	.Copyrightable because the design aspects are not necessary for function. Also, most people view buckle as art. 
	maybe
	Have to know a lot about buckles in order to determine this.  Unsure. 

	Torso Forms
	Here one might point to institutional structure that would provide the answer. Also make distinction between high art and popular art. PROBABLY NOT protectible.  
	HOLDING: Not copyrightable. 
	Only nude; no protection if clothed. Nude would trigger artistic allusions, clothed is more directly indicartive of function.
	no

	Bike Rack
	The rack won design awards . PERHAPS. 
	Depends how it would be viewed by most people. 
	Possibly
	Made alterations to make it functional. Shows that design is not separable from its function. Shape determined from utilitarian considerations. HOLDING: not coyrightable. 


IX. Protected Works: Computer Programs - CB 240-273, Supp 366
a. Text or Machine?

i. © protection for software raises a range of new questions, though it’s not fully accepted

1. Affecting division of labor between industrial and informational production

2. Arguments against © - software is functional, not expressive; issues of fixation; computers are just machines, software just mechanics to run them 

a. Other considerations – same duration? Overcompensation for the industry? Prevention of further development? A new formality system?

3. Arguments for © - functional expression is protectible as well, software can be seen as a set of ©able instructions

ii. Early conclusion – CONTU report

1. Computer programs should be protected by copyright law

2. Computer programs should be protected as a literary work, under §101

iii. §101 - Definition of protectible software – “A set of statements or instructions to be used directly or indirectly in a computer in order to bring about a certain result.”

iv. Apple Computer v. Franklin Computer (3d Cir. 1983), 243 – Establishing © protection for software
1. Franklin copied Apple’s operating system, almost identically, to make a compatible computer

a. Claimed operating system is not protected as a method where idea and expression merged…

b. Apple’s underlying motives – protect its hardware system through protection for software, prevent the development of apple compatibles… 

2. 3 copyright issues

a. Whether © can exist in computer program expressed in object code

i. Yes – analogize to literary works

b. Whether © can exist in computer program embedded in a ROM

c. Whether © can exist in an operating system program – YES. 

3. What exactly is protected? The Object Code

a. Court distinguishes between different code levels

b. As a set of instructions, software can be copyrighted

i. Reliance on a machine for communication/expression is not a problem

ii. The operating idea could be expressed in a number of ways, so Apple’s chosen way should be considered expression and protected

c. The method of operation is not protected, but the underlying expression is

i. Though effectively this did protect the method – harder to construct other instructions that would tell the machine to do exactly the same thing

b. Distinguishing Idea from Expression in Software

i. 2 contexts:

1. Determining copyright itself – is the subject matter/work worthy of protection?

2. Potential infringement – when there’s a non-literal copying, how different/similar does it have to be to be considered an infringement? Did the 2nd program really infringe the 1st? Did the 2nd-comer take idea or expression?
ii. Apple v. Franklin 

1. The idea can be seen as the accomplishment of a given task or function, here the OS’s translation of source code into object code

a. If alternative means of reaching that result, merger doesn’t apply and © can’t be granted to monopolize the result

b. But how broadly is the result defined in the operating system context? 

2. Criticism – just because there are multiple ways to express an idea doesn’t mean that the chosen option is really protectible expression – reverse merger

a. Still/should need to examine the expression on its own merits

iii. Whelan v. Jaslow (1986) – Broad reading of expression, ultimately rejected
1. Idea - the purpose or function of the program (efficient management of a dental lab) and whatever is dictated by that function

2. Expression – the structure, sequence, organization of the program

3. Court found a copying of expression – the programs were identical in their expression, even though they were different in their actual text

a. The same output enough to find infringement – if the 2nd program is serving the same purpose, reaching the same end, even with a different code structure, it took expression
b. REJECTED in Altai

iv. Computer Associates International v. Altai (2d. Cir. 1992), 248

1. Holding – to warrant finding of © infringement, protectible, non-literal elements of one program must be substantially similar to those same elements in the 2nd

2. How to determine what’s idea and what’s expression in computer software?

a. 3 stages of analysis to focus on different levels of expression…

i. different levels of expression at each level of abstraction

b. The levels of abstraction tests – the “author” can select a level of abstraction and trigger a related level of © protection

i. Abandoning Apple’s conclusion that there is only one way to define idea/expression

c. Filter out the non-protected elements (ideas, facts, purely functional elements) and compare the remaining expressive components

d. Actual test:

i. Abstraction – addresses the literal/non-literal problem. Look at structure of work to identify syllogism/plot – retrace and map the designer’s steps in reverse to get back to original levels of abstraction

ii. Filtration – examine structural components at each level of abstraction to determine whether particular inclusion at that level was dictated by considerations of efficiency, required by factors external to the program, taken from the public domain, or actual creative contributions

1. Relevant external factors – mechanical specifications of the computer on which program is intended to run, compatibility requirements of other programs, computer manufacturers’ design standards, demands of the industry program is designed for, widely accepted programming practices w/i the computer industry

v. Lotus Development Corp v. Borland International Inc. (1st Cir. 1995), 259

1. P sued D for copying look and feel of its program, rather than its underlying code. 1st Cir considered menu structure an unprotectible method of operation (decision affirmed by equally divided Supreme Ct). 

2. Can the command hierarchy be protected under 102(b) or is it an uncopyrightable method of operation? No, not copyrightable. 
a. Commands in computer programs are really creating results, really causing something to happen – this is a method of operations
i. More like buttons on a VCR – not ©able

b. Should expressive choices about the hierarchy magically change the idea of a process into expression?

c. Should the number of expressive options really determine protection?

d. Policy considerations – once method of operation has become de facto standard, protection even less helpful. This may be a penalty for success, but to restrict the menus now would interfere with interoperability/access

i. Lotus did have anti-competitive motives for protecting its program

ii. Effects of granting protection here – if 3rd parties were deprived of copying/using these features, the results would be serous and lotus would be granted an effective monopoly 

iii. Courts will generally allow protection for the artistic features of the interface but not for the functional elements, or features that have become industry standards – there are reasons to promote standardization and a limited range of expressions to do that

vi. Softel Inc. v. Dragon Medical and Scientific Communications (2d. Cir. 1997), 256

1. Court found that combination of unprotected elements could constitute protected expression – work as a whole, typical compilation standards

a. Can’t overabstract to a level where there are no protectible elements…

c. New Paradigms?

X. The Elements of Infringement & Remedies – CB 317-329, 712-741, Supp. 369-370, 432-437
a. Prima Facie Case of Infringement – Elements P must prove:

i. Ownership of a valid © in the work

1. Proving originality, ©able subject matter, compliance w/ statutory formalities, necessary citizenship

2. If P is not the author, P must also show proper transfer documents

3. © registration is prima facie evidence of ownership, if registered…

ii. Copying by D – P needs to prove that D actually copied the work

1. That D took an improper amount of P’s work

2. That D’s work was not independently created

iii. That D’s copying constitutes an improper appropriation – the official substantial similarity determination

1. If D’s work is substantially similar ( improper appropriation 

b. Proving Copying in Fact: Need to show that D copied rather than independently created his work (not yet focused on whether D copied enough to constitute infringement)

i. Direct evidence if available – probably wont be

ii. Circumstantial evidence more likely – is it more likely than not that D copied from P’s work? 2 parts to prove, inversely related

1. Access – P must show that D had a reasonable opportunity to view or copy 

a. Need evidence strong enough to infer a reasonable probability of access, in most cases

b. Mere possibility of access, based on conjecture or speculation is prob not enough

c. In extreme cases, may be able to create presumption of access when 2 works are so strikingly similar that independent creation is not a reasonable possibility

i. To prove this, P must show similarities that could only be explained by copying, not by coincidence, independent creation, or use of common source

ii. Really depends on the nature of the ©’d work – if P’s work is the only potential source, and there’s nothing in PD for example

1. Ty v. GMA…

2. Probative similarity – similarities between the works that proves copying

a. Trying to prove indirect copying, determine how much was taken and whether too much was taken

iii. Once P proves a sufficient circumstantial case, burden shifts to D to disprove copying by showing independent creation or use of a common source

iv. Three Boys Music Corp. v. Michael Bolton (9th Cir. 2000), 319 – Copying in fact or independent creation?

1. Dispute over “Love is a Wonderful Thing,” originally written by Isley Brothers

2. Trying to prove access – Access was shown

a. Circumstantial evidence – particular chain of events established between P’s work and D’s access – Bolton crew up listening to Isley Brothers, was an admitted fan

b. D’s work widely disseminated on radio stations in P’s area

c. Access of this nature enough to support claim of subconscious influence/copying

v. Selle v. Gibb (7th Cir. 1984), 322 – Balancing substantial similarity and access
1. Selle sued Bee Gees, claiming “How Deep is Your Love” infringed his song. 

2. Infringement? No. Couldn’t find that songs were so strikingly similar that access could be inferred. striking similarity was not enough to infer access w/o evidence making it reasonably possible that there had been access
a. Insufficient proof of access – need actual proof of access, conjecture, speculation, mere possibility is not enough

i. Here, P only sent his song out on tape to recording and publishing companies, and played it in band locally, so availability of song is de minimus. 
b. Substantial similarity is insufficient to prove access

i. Esp here, when Bee Gee’s creation process, in France, was so well documented…

ii. Similarity alone can not prove copying – both could pull from shared, independent 3rd sources…

1. Without proving access, can’t establish that 2nd comer really worked from first

vi. Ty Inc. v. GMA Accessories, Inc (7th Cir. 1997), 324

1. Ty sued GMA for © infringement of Squealer beanie baby. GMA tried to disprove infringement with fairly unrealistic evidence.

2. Infringement? Yes.

a. Access and copying may be inferred when 2 works are so similar to each other and to nothing else in public domain that it is likely that the creator of the second work copied the first (somewhat conflicting with Selle);

i. Inference can be rebutted by disproving access or otherwise showing independent creation

b. D’s work does not resemble any other toy pig, or real pig ( more obvious that it was copied

c. Testimony about the design process wasn’t controlling, didn’t explain translation of design into manufacturing

c. Civil Remedies

i. Injunctions

1. Olan Mills Inc. v. Linn Photo Co. (8th Cir. 1994), 712

2. Universal City Studios Inc. v. Reimerdes (S.D.N.Y. 2000), 715

3. Abend v. MCA, Inc. (9th Cir. 1988), 718

ii. Seizure and Impoundment

iii. Damages and Profits

1. Frank Music Corp. v. MGM (9th Cir. 1989)

2. Hamil America Inc. v. GFI (2d Cir. 1999), 724

3. Los Angeles News Service v. Reuters Television International (9th Cir. 2003), Supp 432

iv. Statutory Damages

1. Storm Impact, Inc. v. Software of the Month Club (N.D. Ill. 1998), 731

2. Columbia Pictures Television v. Krypton Broadcasting of Birmingham (9th Cir. 1997), 734

v. Attorneys’ Fees 

1. Fantasy Inc. v. Fogerty (9th Cir. 1996), 737

XI. Exclusive Rights: The Reproduction Right- CB. 69-72, 329-334, Supp. 370, Supp 322 (Directive 2001/29/EC Article 5(1))
a. General Principles – §106(1) – grants ©holders the exclusive right to reproduce a © work in copies or phonorecords.

i. To reproduce a work is to fix it in a tangible and relatively permanent form in a material object (§101)

1. More specific than “copying” – requires actual material objects

ii. Most fundamental right in a sense – the right to copy, prevent others from copying
1. Becomes more important as the costs of reproduction decrease, especially in digital formats

b. Limitations on the Reproduction Right

i. §112 – ephemeral recordings – licensed broadcasters can make ephemeral recordings that are incidental to the broadcast, etc
1. §112(f) – ephemeral recordings are not ©able as derivative works unless © owner gives consent

ii. §113 – limiting reproduction for useful articles

1. 113(a) – reconfirms that pictorial, graphic, sculptural works are not affected when they are used as designs for useful objects

2. 113(b) – owner of © in a work that portrays a useful article as such is not afforded any greater/lesser rights w/ respect to making of the article

a. © in portrayal of a useful object does not extend to the manufacture of the useful object

3. 113(c) – reverse of that, © owner cant prevent making, distribution, display of photos/pictures of protected useful objects in connection with ads, commentaries or news reports about the object

iii. §114 – limits to reproduction of sound recordings

1. 114(b) – infringement of © in a sound recording occurs by 1) reproducing it by mechanical means, or 2) rearranging, remixing, or altering it by mechanical means

a. rerecording an independent copy is NOT infringement

iv. §117 – computer reproductions 
1. Owners of copies of a computer program can copy or adapt it if the new copy is created as an essential step toward using the program in a computer, or the copy is for archival purposes …

2. 117(b) – exact copies can be sold, transferred with the original copy only as part of a transfer of all rights in the program

3. 117(c) – reversing MAI, allowing computer copies made by 3rd parties in order to repair or maintain computers that contain authorized copies

a. limited to RAM copies made during hardware maintenance only

v. §118 – Copying and distribution by nonprofit libraries and archives

c. Digital issues – traditional © may cover too much

i. Are automatic copies made by a computer infringements? Even if they are very ephemeral/temporary?

1. If yes, that would give ©holders an effective monopoly on the use of the work – no one could load or use the program if it made a copy

ii. Could re-craft right to only extend to physical copies, but that has problems too

iii. MAI Systems Corp. v. Peak Computer, Inc. (1994), 69 – Digital Fixation

1. Does loading of software into RAM, creating a temporary record, meet the fixation standards for copyright purposes? Yes. 

2. Has since been reversed by §117 – codifying an exception for this…

iv. Marobie-FL, Inc. v. National Association of Fire Equipment Distributors (N.D. Ill. 1997), 330

1. P made clip art, sued D for infringement after D provided clip art software for downloading on its internet site. D obtained it from unknown source offering software to general public.

a. D raises innocent infringer defense (§405(b)) – can be made if D can prove that it was misled by omission of notice of registration

2. Infringement? Yes. Innocent infringer defense didn’t work, can only do it if using authorized
v. Intellectual Reserve, Inc (1999) – Dealing with copies made through links

1. There was a website that hosted infringing materials, first injunction required D to remove all infringing materials, which he did, but the site then put up a link where users could get to all the same materials.

2. Was the link also a form of infringement?

a. Really a contributory liability issue… 

b. If websurfing creates copies of copyrighted materials, and if those copies are not authorized, does that violate right of reproduction?

vi. Kelly v. Arriba (2003) – Unlicensed inline-link did not constitute a copy, but infringed on the right of public display – has since been reversed, found fair use
1. Evaluating the implications of links generated by search engines

2. Still not sure exactly what the standards for temporary, incidental computer copies are… 

3. copy of work that omitted notice, this came from unknown, unauthorized source…

d. European standards – directive 2001/29/EC

i. Broader conception of the reproduction right – covering “direct and temporary or permanent reproduction by any means and in any form, in whole or part”

ii. But there’s also a strong exception. Reproductions won’t be infringements if:

1. (1) Temporary acts of reproduction, which are (2) “transient and incidental” and (3) an integral and essential part of a technological process whose sold purpose is (4) to enable either “transmission in a network between 3rd parties by an intermediary” or “A lawful use of a work which has no independent economic significance”

iii. Would this work in the US system? IT is good for ISPs and content-providers, but may now be covered by DMCA

e. Digital Sampling – is that a copy?

i. When a subsequent author takes a piece/theme of a prior work and incorporates it into their work, to actually “sample” you actually have to take the actual sound recording

1. And US law protects the package of the recording as well as the underlying composition

ii. §114 – limitations on the rights of sound recordings – The reproduction right “is limited to the right to duplicate the sound recording in the form of phonorecord or copies that directly or indirectly recapture the actual sounds fixed in the recording

1. Imitations of the song, independently recorded, don’t violate that

iii. Bridgeport Music v. Dimension Films (6th Cir. 2004) – PDF – NEED TO READ
1. Defining sound recording reproduction rights re: digital sampling

2. Rule - Sound recording owners have the exclusive rights to sample his own recording, because sampling actually uses the recording

a. Even if taking only 3 notes, this preserves the exclusive right

i. 3 notes of the song might be fair use of the musical composition, but it’s a violation of the rights in the recording

b. The brightline is needed to avoid devaluing the whole right

c. There’s also no chance of innocent infringement here – D must consciously take and use part of the recording, not a “subconscious influence” situation

3. Strong property rule – to use even one note of someone else’s recording, you need a license

4. Policy – this will protect the market, encourage market/licensing transactions

a. If you know you are taking something, it’s fair to impose a duty to get a license or liability on the unlicensed sampler

b. Though there may be some inefficiency in protecting the 2 sets of rights in the music so separately

XII. Exclusive Rights: The Distribution Right - CB 334-353
a. What is Distribution?

i. §106(3) - gives the exclusive right to the owner to distribute to the public by sale or other transfer of ownership, or by rental, lease or lending.
1. Gives the © owner the right to control the first public distribution.
a. But just the first – critically limited by the first sale doctrine 

2. Focusing on the tangible, physical copies.

3. Allows ©holder to recoup costs of production/creation, and prevent distribution of copies.

4. Infringement claims rest on nature of the distribution, previous distribution, and the character of the public audience being distributed to

ii. Why is distribution infringement important? May be easier for ©owners to go after distributors

1. Easier to find distributors than the source of the copy or individual infringers

2. Deeper pockets – tied to commercial concerns

iii. Marobie – Problematic redistribution of an unauthorized work
iv. Hotaling v. Church of Jesus Christ of Latter-Day Saints (4th Cir. 1997), 335 – Defining distribution
1. P’s produce genealogical research materials. Church made copies and put them in branch libraries. Ps sued for infringement, claiming Church infringed its © by distributing unlawful copy of its material obtained from microfiche to the public

a. Church argues that placement in library was an offer to distribute, that there was no proof of actual distribution

2. Holding - library “distributes” a work, infringing ©, when it places an unauthorized copy in its collection, includes the copy in its cataloguing system, and makes the copy available to the public.

a. Broad definition of distribution – hinging on public accessibility, though not actual distribution to public

i. Not just the first physical transfer by sale, other transfers also included

ii. Facilitating access of copies to the public seemed to count

iii. To the public – defined in §101, same standards as for other rights

3. Dissent – criticizing broad reading of distribution

a. Church didn’t sell or give, actually distribute, anything…

b. If distribution means more, the right will be worth more, cost of licenses and access will go up…

b. First Sale Doctrine

i. §109 – “Notwithstanding the provisions of section 106(3), the owner of a particular copy or record lawfully made under this title, or any person authorized by such owner, is entitled, without the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or record.” - A lawful owner of a copy has the right to resell, but must be lawful owner (not renter, etc)
1. Rationale – prevent © owner from restraining free alienability of goods

2. Exceptions:
a. §108 – dealing with libraries – don’t want other options to become substitute for purchasing ©ed works

b. §109(b) – rental/lease/lending of phonorecords, computer software

i. Addressing problem that under these technologies, copying is easy and high quality, so owners of copies can’t rent or lend

c. Exceptions to exceptions – computer programs embodied in a machine or videogame, lending of a copy by a nonprofit library for nonprofit purposes

ii. Only limits the distribution rights, doesn’t affect any of the other §106 rights

1. 2nd purchasers still can’t unlawfully copy…

iii. Policy – looking to mitigate harsh consequences of distribution rights by limiting scope to first physical distribution

1. © ownership does not equal ownership of the physical copy

2. Can’t allow © owners to control secondary markets to this extent

3. Other concerns – digital redistribution, can the first sale doctrine apply to electronic transfers? Esp if transfer makes a copy?

iv. European Alternative – Rental Rights Directive and Public Lending Right

1. Under public lending right, author receives a small royalty each time member of the public borrows the book

2. Liability rule not a property rule – entitles author to be paid, but doesn’t prohibit public lending

3. Payments made on statutory basis, by taxpayers out of general library budget

v. Bobbs-Merrill Company v. Straus (1908), 338 – testing the first sale doctrine
1. Book company selling book for less than $1 after buying book from publisher

2. Does the sole right to vend secure to the ©owner the right, after the first sale of the book, to restrict future sales of the book at retail, because of a © notice or special contractual provision? No.

a. ©owners can’t limit resale…

vi. Quality King Distributors, Inc. v. L’anza Research International, Inc. (1998), 346 - Unauthorized Importation, Parallel Import Restrictions
1. Hair care products are being sold at 35% to 40% lower in other territories. §602(a) prohibits “importation into the US, without the authority of the owner of copyright … of copies … of a work that have been acquired outside the US in an infringement of the exclusive right to distribute … under 106”

a. 602(a) works © holder authorized production, but not importation

i. Seems to clash w/ first sale doct when such importation is for resale

b. But how do 106, 109, 501 and 602 interact?

c. First Sale Issues, but also Distribution issues – importation can become an infringement on distribution rights as well

2. To what extent can the owner of a tangible overcome the limits of importation under §602. Does it bar “round trip” journeys of copies? Are goods imported from abroad subject to the first sale doctrine defense (not infringing when resold)
a. L’anza claims – 602(a) would be superfluous if limited by first sale doctrine, text of 501 refers separately to violations of 106 and 602

3. Holding for the distributors – provision applies only to copies lawfully made in the US, “under this title”. Just prohibiting round trip importation… 
a. Where a product is lawfully made in the US for export, and subject to a valid first sale, its subsequent reimportation is permissible under 109 and not prohibited by 602. 602(a) is not a categorical prohibition on unauthorized importation but makes importation an infringement of exclusive rights under 106, which are first limited by 109.

i. Can reimport copies made inside the US – first sale limits ©holder’s right to restrict that, but can’t import copies made outside the US

ii. 602 would be inconsistent and superfluous if it applied initially, not just to goods made first in the US and exported

iii. If 602 functioned independently, none of Sec 107-120 would limit it

iv. Difficult to believe that Congress intended to impose an absolute ban on the importation of all such works containing any copying of material protected by a US copyright

v. Court does seem to limit holding to place of manufacture details…

4. Policy concerns – protect producers’ ability to segment the market, sell under different conditions in different places

a. This seems like bad faith circumvention of copyright control of the market

XIII. Exclusive Rights: Substantial Similarity - CB 353-394, Supp. 370-372
a. The Substantially Similar Copy: Substantial similarity goes to whether D’s copying was wrongful, proving that D copied protectible expression. Question reduces to whether the works are “substantially similar”
i. How to determine wrongful copying when there has been non-literal copying, when the 2nd work is NOT an exact copy (violation of reproduction right) or an infringement on distribution rights

1. Need to compare the 2 works and determine whether D has engaged in wrongful copying, copied ©able expression

2. Wrongful copying established if works are substantially similar

ii. 2nd work can violate © rights without making an exact copy, if it is substantially similar ( infringing
1. A question when there has been comprehensive non-literal copying

2. Exact copying, piracy cases are clear

iii. Problems with the analysis – difficult and different tests for each context

1. Chilling effect on original authors, subsequent users b/c of uncertainty

a. People may overcompensate by taking less than they can

b. Weakens sense of ownership b/c don’t know whether they can enforce 

c. Need to make sure that we don’t let owners protect unprotected materials

2. But having variations in each context does make sense

3. All tests working towards determination of whether 2nd work is infringing DW 

b. Proving Substantial Similarity 

i. Summary – tests to determine whether copying was wrongful and thus infringing

1. Subtractive Approach – exclude the unprotected elements and compare the protected ones

a. Abstraction, filtration, comparison (Altai, used for software)

b. Excluding non-protectible elements (Nichols)

c. Don’t consider overlapping uses of ideas, focus primarily on the expression

2. Total Concept & Feel Approach (Ruth Greeting Cards, Kroft, 9th Cir)

a. Evaluate the whole package, even though there may be independently unprotected elements within it – more holistic

3. Need to come up with a way to judge whether expression, as opposed to ideas, was taken. 

a. Filter unprotected elements out first? Or look at the whole work?

b. Guard against risk of finding liability when D takes only unprotected material – ideas or scenes a faire from P

ii. Nichols v. Universal Pictures Corp. (2d Cir. 1930), 354 - Learned Hand’s Abstractions Test

1. Trying to draw a line between taking idea and taking expression

2. P-author of Abie’s Irish Rose sued D for motion picture The Cohens and the Kelleys. Issue was whether the play and movie were substantially similar, given the obvious similarity of the storylines

3. The abstraction spectrum – there are patterns of increasing generality in all works, and there “is a point in this series of abstractions where they are no longer protected, since otherwise the playwright could prevent the use of his ‘ideas’ to which, apart from their expression, his property is never extended.”

4. Problem – good conceptualization of the spectrum, but provides very little guidance for placing works on the spectrum or actually determining whether an undue amount of P’s expression has been taken

iii. Steinberg v. Columbia Pictures Industries, Inc. (S.D.N.Y. 1987), 363 – Application of Nichols to some degree, also applying Total Concept and Feel

1. The New Yorker cover case

2. Was the movie poster an infringement of the New Yorker Cover?

a. Were protected elements taken form the original? 

b. Are these works substantially similar?

i. Probably yes under look and feel test

ii. Less sure under subtractive test

iii. Indicates how choice of standard really influences decision

c. Even if 2nd work was substantially similar, was it protected by fair use?

i. Once you determine taking, level of appropriation, need to determine whether taking was actually unlawful. Unlawful if it violates an exclusive right and isn’t excused by one of the defenses

iv. Abstractions tests for Computer Programs – to what extent are programs protected against non-literal copying? Answer really determined by whether a particular approach encourages the optimal production and dissemination of the programs

1. Whelan v. Jaslow – first application, trying to separate idea and expression

a. Court defined program’s idea broadly as its purpose or function. Here, D’s computer program for managing dental laboratories infringed P’s similarly oriented program. © extended beyond the literal code to its overall structure, sequence and organization

i. programs like literary works, where structure, sequence and organization are protected

b. Criticism – took an overly narrow view of idea, case suggested that program only had one idea and everything else was expression unless it was necessary to implement the idea (purely functional). This conflicts with §102(b) which refuses to extend © to methods of operation, processes, procedures and systems, even if only part of a larger protectible work

i. Also seems to reject the careful abstraction approach in Nichols – requires analysis at many levels, not just picking one idea

2. Computer Associates International v. Altai (2d Cir. 1997), 368 - redefining abstraction test for computers, current standard

a. Both P and D marketed programs that did similar functions on IBM computers. D had two versions, one that directly used parts of P’s code structure and another that had no common code.

i. D conceded liability for the 1st, but denied infringement for the 2nd
ii. There was strong similarity between the works, so raised question of how far © protected non-literal elements

b. Court rejected Whelan and adopted a form of Hand’s test – 3 stages of analysis

i. abstraction – abstract program into various layers of generality

ii. filtration – use the merger doctrine to filter out elements of the program dictated by efficiency or extrinsically required functionality (mechanical specifications, compatibility)

iii. comparison – compare what’s left

c. After doing this, court found that the programs were not substantially similar, there were some similarities, but they weren’t sufficiently material to constitute infringement

c. Litigating Substantial Similarity:

i. Is substantial similarity a factual or a legal question? Who determines?
1. “Lay Observer Test” – rely on the regular jury?

a. Substantial similarity becomes more of a factual question

b. To what extent do consumers experience the 2 works as the same

c. Even though experts might not conclude that the works are substantially similar

2. Reasonable person similarity standard – might matter more for market protection

a. But might not work as well for derivative work infringements – because the works are not going to be physically substantially similar

b. There is a clear transformation but the 2nd work might still be an infringement, even if they can’t recognize similarity
c. Derivative works aren’t going to be confused in the same market, they’re supplementary works rather than replacements

3. Experts? Where do they fit in and for what purpose are they used…

a. Can be helpful in the abstraction, filtration processes

b. Particularly useful for certain types of comparisons – more important in computer cases, etc…

4. Some decisions treat substantial similarity as a question of fact, to be determined by the jury – but how should jury instructions for this be crafted?
5. Others treat it as a legal question, to be determined by the judge, sometimes with the use of experts

6. Ordinary Observer test – based on subjective response of lay observers, using a total concept and feel reaction, are the works really similar

a. Using just this has both benefits and detriments

7. Courts now generally use a bifurcated test

a. Arnstein v. Porter (2d Cir. 1946), 358 – one version 

i. Ordinary observer test – establishes from what perspective the fact-finder should assess similarity and explains what is substantial, but does not explicitly indicate how to account for the unprotected elements of the work

ii. Trier of fact first decides whether D copied P’s work

1. Examining work in detail, dissecting protected and unprotected elements, can rely on experts

iii. If copying was proved, trier of fact then decided whether copying amounted to an improper appropriation

1. Use a more ordinary observer test here

b. Krofft v. McDonald’s (9th Cir. 1977), 360 – another…

i. Extrinsic/Intrinsic analysis - Looks initially for similarity in ideas. Only if the works share similar ideas does the inquiry move to the fuzzier question of the ordinary observer’s response, which seems to focus on whether the total concept and feel of the works indicates similarity

ii. Extrinsic test – trier of fact compares works for similarity of ideas

iii. Intrinsic test - If substantial similarity of ideas is found, then apply an ordinary observer test

iv. Problem – extrinsic test only focuses on ideas, should evaluate both idea and expression…

8. Neither seem to be workable – cant ask the jury to dissect the work for the first part and then evaluate the total concept and feel of the work objectively/viscerally

XIV. Exclusive Rights: Derivative Rights  - CB 375-394, Supp. 370-372

a. The Right to Prepare Derivative Works - General Principles

i. §106(2) The right to create derivative works, as defined in 101 – a work based upon one or more pre-existing, copyrighted work

1. This right overlaps with reproduction to some extent – doesn’t require fixation in the same sense or an exact copy, but can

2. To infringe the derivative work, the 2nd work must incorporate a portion of the © original work in some way…

3. Derivative rights protect potential in markets other than the one in which the work was originally produced, preserve access for the future

a. Extension into new markets – book ( movie

b. But can only protect to a point – how far does cross-media protection extend?
ii. Policy – are derivative rights a good thing?

1. Provide additional incentives, allows ©holder to more fully exploit potential of successful works, and more fully enforce – can take on more than identical copies
2. Concentrates work with one original in one party – running start issues

3. But influences the nature of investments – may over channel investment into works that have more derivative possibilities

4. Timing – derivative rights may affect timing of publication

a. Positively – encourage earlier publication/dissemination b/c author retains control over future

b. Negatively – may limit future efforts

iii. Castle Rock Entertainment v. Carol Publishing Group (2d Cir. 1998), 377 – Defining Derivative – is the 2nd work based on the 1st? – the Seinfeld Case
1. Evaluating substantial similarity – did D take sufficient protected expression from the original, as evidenced by the book’s substantial similarity?

a. Qualitative component  – concerns the copying of expression rather than ideas
i. Not the easiest test to apply

ii. Rejecting the “ordinary observer” test – doesnt work for derivative infringement where works would not be superficially substantially similar

iii. Rejecting a total concept and feel test for comparing derivatives which, by definition, are in different genres, medias and have different “feels”

iv. Rejecting the “fragmented literal similarity” test – focusing on use of direct quotations would distract from finding substantial similarity

b. Quantitative component – concerns the amount of work that is copied

i. The 2nd work needs to have taken more than a “de minimis” amount

c. There wont be the same type of substantial similarity in derivative works which by definition have substantial differences

iv. Modes of Transformation – what does transformation do to finding substantial similarity, how much transformation is required to be or not be an infringement…
1. Mirage Editions v. Albuquerque ART Company (9th Cir. 1988), 383 – Recasting, Originality, Infringement 
a. ART mounted copyrighted art images on tiles and sold them.

i. P claimed this was an infringing derivative b/c transformed the work by cutting out the image and mounting it

ii. D claimed it wasn’t a derivative – use of actual image covered by first sale doctrine (wrong, first sale only applies to distribution), this wasn’t actual transformation

b. Does this constitute an infringing derivative work? Yes. D’s transformation infringed on P’s derivative rights, even if D’s work wasn’t sufficiently original to count as its own ©able work.

c. Court creates double standard – infringing derivative doesn’t have to be original enough to satisfy its own standards for copyright

i. DW that is eligible for its own copyright is more than what’s needed to constitute infringing DW

d. Policy – the market ART targeted was one that should have been controlled by the original author, this was part of P’s economic expectation

i. Really trying to protect the original author

2. Lee v. ART Company (7th Cir. 1997) – Recasting, Originality, NOT infringement
a. Follow up, same facts. 

b. Was the mounting of protected images on tiles an infringement of the right to prepare derivative works? No.

i. D’s works did not qualify for status as derivatives, so couldn’t be infringing derivatives

ii. This was just remounting the work, not actually transforming it 

iii. DWs need to add something original – express originality in the transformation. For the derivative right to be infringed, D must have created a derivative work, and to do to that D must have added ©able expression to the original.
c. Reject Mirage – Recognized the weaknesses in that decision

i. Thought it provided too much protection for the original ©holder, allowed them to shut down purported derivatives too easily

ii. Need to only protect against real transformation/appropriation

iii. Spun out, this would prevent reframing, rehanging…

iv. Go too far w/ derivative rights ( end up establishing moral rights

3. Lewis Galoob Toys v. Nintendo of America (9th Cir. 1992), 388 – required form?

a. P sought declaration against D’s game genie as infringement of P’s ©ed video games. Issue b/c D’s product just enhanced the game, would that count as a derivative? 

b. Infringement? No. Game enhancement is not infringement, didn’t meet the “concrete or permanent form” requirement. P’s work was not actually transformed, recast or adapted and D’s work did not directly incorporate any of P’s work
i. Just affected how the game was played, and could do so differently each time

ii. D’s work clearly based on P’s, obviously relies on, derives from, but isn’t a derivative work 

c. Does an infringing derivative have to be fixed? No, not required by statute

i. Could infringe book by creating a play, that’s not fixed
ii. But the DW must exist in some concrete or permanent form, must incorporate portion of original work in some form
iii. Fixation really only required for an infringing reproduction, DW must be fixed to be protected on its own, but not to infringe
d. Why focus on fixation? Esp important in new information/electronic environments industries

i. Technology can affect use, would be a problem if all new additions/alterations were considered infringing derivatives

ii. Enhancements don’t necessarily stand on their own, wont appropriate part of the original market, so don’t need to be restricted to the same degree 

4. Micro Star v. Form Gen, Inc. (9th Cir. 1998), 391

a. Form Gen’s games had “build editor” options, where players could create their own levels, which they could download onto the internet for others to use (happened with FG’s encouragement). Micro Star compiled and distributed 300 user-created levels, and filed suit for declaratory judgment that their game did not infringe FG’s copyright.

b. Was this an infringing derivative?

i. DW must exist in a “concrete or permanent form” under Galoob and must substantially incorporate protected material from the preexisting work. This did both.

ii. Concrete/permanent form – games on a CD, even though the games are somewhat ephemeral when played

iii. Considered this more as an unauthorized sequel – something independent, playable on its own

c. Policy – this is sufficiently permanent, not totally ephemeral, don’t want to allow digital users to get away with this much

XV. Moral Rights – CB 394-410, Supp. 372-377
a. General Principles:

i. Noneconomic interests in cultural/creative properties that can/should be protected? Authors may be upset by alterations to the their works, but is there anything they can do about it?

b. Moral rights under US Law

i. Moral rights are a problem for the US copyright scheme, which is designed to protect economic incentives/interests

1. These complement copyrights in the intangible elements of the work, property rights in the physical work, by giving control of the intangibles as expressed in the physical work to the creator (even if not the ©holder)

a. Problem with splitting rights in one work into increasingly specialized bundles – all get weaker, may lead to conflict over rights in 1 work

ii. This is more tied to the personality extension view of intellectual property, copyright protection

iii. Adopting any hint of formal moral rights because of international obligations

1. Berne Convention, Act 6 bis: Independently of the author’s economic rights, and even after the transfer of said rights, the author (not the owner) shall have the right to claim authorship of the work and to object to any distortion, mutilation or other derogatory action in relation to the said work, which would be prejudicial to his honor or reputation

2. Led to BCIA – presumed sufficient protection for moral rights in existing US law

iv. Protecting moral rights in other ways – Lanham act, trademark law, defamation, privacy, misrepresentation, unfair competition, contract

1. Gilliam v. American Broadcasting Companies (2d Cir. 1976), 396

a. Monty Python Case – bringing a copyright claim, alleging violation of right to control derivative works, and a lanham act claim, alleging misrepresentation and unfair competition – because there was no moral rights protection

b. Show was protected – P’s right to prevent distortion of his show was protected under both © and unfair competition laws

i. using these other laws does work…

ii. Edited version violated the terms of the license, constituted an unauthorized derivative, and constituted a false designation of origin under the Lanham act

v. Visual Artists Rights Act – first formal federal moral rights law (though states had passed their own laws first – Lexis, 362)
1. Provisions – more limited than Berne Convention, only covers visual works, and specifically limited to certain “special” visual works

a. Specifically excludes works made for hire, commercial works, useful articles

i. Reflecting interest in only protecting the really creative/intellectual/artistic stuff

b. Creates Right of integrity – preventing

i. Intentional distortion or modifications that would be prejudicial to artist’s reputation

ii. Destruction, of works of recognized stature

c. Creates Right of attribution/paternity – granting right 
i. to be acknowledged as the author of the work
ii. to prevent use of name as author of a work author did not create

iii. to prevent use of name as author of a work in case of distortion, mutilation, or other modification that would be prejudicial to reputation

iv. How individualized? Not every creative contribution needs to be identified… 

d. Mechanical concerns

i. Duration – extend to the death of the author for works created after 1991 (more complicated for earlier works)

1. Complication - © and economic rights run beyond death
ii. Alienability – to what extent are moral rights transferable?

1. Currently – waivable but not transferable expressly in a writing signed by the artist and detailing transferred uses/rights
e. What is NOT covered

i. Modifications that result from the passage of time or the natural decomposition of the materials 

ii. Modifications that result from conservation efforts or public presentation

2. Carter v. Helmsley Spear, Inc. (2d Cir. 1995) – application of VARA
a. Artists suing to enforce moral rights, under VARA, in a sculpture installation in a building. Building had changed hands, and new owner wanted to remove the sculpture

b. Holding – the work was created “for hire” and was thus excluded from VARA protections

i. Though it would have been a single work, qualified as fine art and would have been protected but for the employment issue

ii. Implicit recognition of controlling economic concerns of landlord/commissioner

3. Martin v. City of Indianapolis (7th Cir. 1999), 405

a. City demolished Martin’s outdoor sculpture as part of an urban renewal project. P made sculpture, which was designed to be reassembled and moved if necessary, for “Company” and was granted zoning variance to permit the erection of the sculpture provided that the owner of the land and owner of the sculpture would be notified in writing if sculpture became incompatible with existing land use. City bought land under statute and demolished it w/o notice. P sued for violation of VARA

b. Evaluating the “recognized stature” requirement – relying on NY court in Helmsley-Spear, requiring 

i. That visual work in question has “stature” – views as meritorious

ii. That stature is “recognized” – by art experts, other members of artistic community, or some cross-section of society, typically proved by using experts

c. Hearsay issue – newspaper articles hailing work as one of stature NOT hearsay b/c not being offered for truth of matter asserted, but to prove element of statutory VARA requirement..

d. Ct did not find city’s conduct a willful violation of VARA, just an unfortunate action ( no enhanced VARA damages, but regular?

4. Dastar Corp v. 20th Century Fox Film Corp (2003), Supp. 374 – limits of using other laws to protect moral rights.
a. Dastar released a video set about the WWII campaigns in Europe, which was really an altered version of an earlier series, for which © had expired

b. Fox alleged infringement in the initially underlying book and a Lanham act claim for “reverse passing off” because Dastar had not properly credited the original series

i. Effectively trying to protect moral rights, but not covered by VARA, so no statutory support for moral rights

c. Does the Lanham Act prevent the unaccredited copying of a work? No.
i. Would have to stretch the Lanham Act’s “origin of goods” provision into the “originator of the creative properties” Fox was looking to protect

1. Trying to enforce copyright laws that had expired by using the Lanham act – can’t do that
ii. Hints that VARA would protect against these sorts of issues, but doesn’t apply to the work in question

d. Scalia – effectively, parties can’t manipulate copyright or trademark law to protect moral rights on their own
i. Concern that moral rights enforcement will limit the PD, over-restrict materials, throw off the established US IP system

e. Results – does Dastar overrule Gilliam, which did allow other laws to effectively protect moral rights?

XVI. Exclusive Rights: Public Performance and Public Display - CB. 410-452, Supp 378-387
a. Public Performance – 106(4) – owners of audiovisual works have the exclusive right to perform the ©ed work publicly
i. Specific concern for ©holders of performance rights – repeated performance

ii. Definition of public performance - §101 – to recite, render, play, dance or act, either directly or by means of any device or process…

1. Used to rely on for-profit performance

2. Relying on the general 101 definition of public too – determined by location or transmission - © owner can’t prevent private performance
a. At a place

i. Open to the public

ii. Or where a substantial number of persons outside a normal circle of a family and its social acquaintances gathered

b. To transmit/communicate a performance of the work, by means of any device or process

i. To places as in clause 1

ii. To the public

iii. Targeting members of the public capable of receiving the performance in the same place, separate places, at the same or different times

iii. Limitations

1. §110 – Face to face teaching, transmissions of instructional activities, religious services, certain nonprofit performances, incidental public reception, etc

a. allowing businesses to play the radio, etc – 110(5)

2. §111 – Secondary transmission compulsory license scheme

3. §112 – TEACH Act E-learning – of limited scope, but special allowances for limited educational display

a. Very narrowly tailored exemptions

b. Protects things that are put up on blackboard, for example

c. Transmission is limited to related and material assistance to the teaching content, that it’s part of a mediated instructional activity

d. That it’s only used by accredited nonprofit educational institutions

e. That it’s limited to students officially enrolled in the course

f. That the format is also limited – preventing retention in accessible form after the class season ends…

iv. Columbia pictures v. Redd Horne (3d Cir. 1984), 412

1. Is the screening, in private screening rooms of the video store, a public performance?

2. Yes – the store is a public place, generally open to the public

a. Doesn’t matter that the viewings were “in private” and only shown to self-limiting, voluntary groups

b. Even if viewers had played the movies themselves, it would have counted b/c of public location

c. If the performance takes place in a public place, the size and composition of the audience is irrelevant

i. If the place had not been public, the size/composition of the audience would have been determinative 

3. Results – what about pay-per-view, on demand movies in hotel rooms

a. Context and legislative history allowed for an exception 

b. Hotel rooms are living spaces, not public places in the same way

c. So will further depend on the audience composition

b. Public Display – 106(5) – grants right of public display for all copyrightable works other than sound recordings and architectural works
i. §101 – to display a work means to show a copy of it, either directly or by means of a film, slide, TV image, or any other device or process, or, in the case of a motion picture or other audiovisual work, to show individual images nonsequentially.

1. And in public – as defined in the code…

ii. Limitations

1. §109(c) – Public display of an owned copy -  allows owner of the work to display it in certain conditions, follow up to first sale – can personally display your painting in public…

a. §109(d) – excludes those who have acquired the physical copy through rental or lease, w/o ownership – unless licensed…

2. A number of the 110 exemptions also apply

c. Public Performance, Public Display and the Internet – Linking discussion, p. 388
i. Kelly v. Arriba (9th Cir. 2002) – Do online images constitute public display

1. This particular issue never really decided, dismissed for procedural reasons
2. But court analyzed in dicta

3. Why public display – by linking to site, presenting image within frame of search results, the search engine actually created a display

4. Problems with considering this infringement…

d. International Treatment of public performances/displays

e. Case Study – The Music Industry, 427

XVII. Fair Use CB 491-526, Supp., p. 395, CB 526-571, Supp. 395-396
a. General Principles – judicially created defense to © infringement that allows 3rd party to use a ©’d work w/o © owner’s consent

i. Equitable rule of reason applied where finding of infringement would be unfair or undermine © policy, the promotion of progress

1. Safeguard to ensure © law is really working for constitutional purposes

2. Seen as a privilege in parties other than the owner to use © material in a reasonable manner without consent, regardless of monopoly granted to owner

a. Might also be seen as an implied license – in situations where license would clearly be granted or clearly not be granted

3. VERY tied to underlying copyright policies and purposes – used to maintain flexibility in the doctrine to promote those purposes

a. Benefits – allows users to do more with ©’d materials

b. Benefit of the flexible exception – helps account for lag time needed to update the system, point out where updating may be needed

c. Disadvantage – high level of uncertainty

i. May harm producers who aren’t sure how protected their works really are, may limit © incentive

ii. Potential chill on users who cant tell in advance whether they are using © works fairly 

ii. Purpose of FU

1. Economic considerations – fix market failures, force licenses, avoid transaction costs

a. Moderates externalities, esp re: use of new technologies

b. Moderates anti-competitive behaviors, allows other users to participate in protected markets

2. Free speech considerations – preserves the opportunity for quotation, connects to idea/expression dichotomy’s inherent protection of 1st amend values

iii. Affirmative defense – raised only after P has proved prima facie infringement

1. Procedural view of the exception

iv. First articulated in Folsom v. Marsh in 1841

1. Justice Story outlined major principles back then, not much has changed…

b. Codified in §107 (sort of) – 4 non-exclusive factors that MUST be considered in a FU analysis

i. Preamble – “Notwithstanding the provisions of section 106, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright.”

1. justifications – protecting productive (as opposed to reproductive) work? Transformative works?

2. Productive use – seems to promote underlying goal of © system, should be impeded only when it is so excessive as to undermine the incentive to produce ©’d works. 

a. Compared with non-productive works that merely appropriate without creating anything new of social value

b. Problems – not supported by the language or legislative history of the statute, not all of the uses highlighted in the preamble are productive

c. Not all findings of FU concern productive uses – time-shifting recording in Sony, photocopying, etc

3. Transaction costs protections – allow use where transaction costs of getting to same use, in absence of FU, would be great or prohibitive (would chill the use)

ii. Factors – codifying flexibility, mixture of factual and legal analysis, court must consider all four separately, and may also consider things like good/bad faith, industry custom or practice, even consequences:
1. Purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes

a. commercial use – one that earns a profit, does not lose commercial character even if ultimately intended for education, news reporting or any of the other preamble purposes

i. users should not be able to profit from © work w/o compensating © owner

b. courts also consider whether use was in good faith or bad faith, fair dealing
i. News reporting v. scooping

ii. How was the original received? Did the 2nd user ask permission? 

1. Though FU is designed to permit use w/o permission, so that issue is not determinative 

2. Nature of the copyrighted work

a. Court is more likely to find FU of certain types of works – to support the public interest there should be greater access to certain kinds of works

b. FU privilege is more extensive for works of information such as scientific, biographical, or historical info than for works of entertainment or purely fictional, creative efforts

i. Factual v. Fictional – factual works allow more FU than fictional, are closer to PD already, more critical to public interest

c. FU privilege stronger for works that are more unavailable or out of print, b/c need for public access/dissemination is greater

d. FU may not be available at all for works that are particularly susceptible to harm from mass reproduction

e. FU narrows significantly for unpublished works – publication may imply bad faith or scooping in some cases

i. Court has backed away from automatic rule ( §107 Amendment – “the fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all of the above factors”

ii. Not a per se rule, but a serious consideration

3. Amount and substantiality of the portion used in relation to the copyrighted work as a whole

a. The hardest factor to evaluate – focus on whether D has taken more than necessary to satisfy the specific fair use purpose 

b. Depends on necessity and proportionality – can’t excessively copy for what D was intending to do

i. Judged both qualitatively and quantitatively

ii. Verbatim copying more likely to exceed the purpose of use – why isn’t quotation enough? It might not be in all cases… but if quoting, take no more than is necessary 

4. Effect of use upon potential market for or value of copyrighted work – potentially most determinative factor, relates back to the other 3
a. If market for the ©owner’s work is harmed, incentives for creativity that © was designed to encourage will disappear

b. Court needs to find the uses that most directly threaten the incentives – when they tend to diminish potential sale of original work, or tend to interfere with its marketability or fulfill demand for the original

i. Is so called FU going to supplant market for the original?

c. Looking for potential, not necessarily actual harm – though actual is good proof

iii. Litigation tendencies:

1. when confronted with disputes about new technologies, courts tend to use restraint in setting up industry-wide solutions. Don’t want to find infringement that will suppress new/useful technology. Courts are hesitant to impose liability when costs imposed on public by limiting use of a ©d work are not offset by correspondingly greater incentive for authors to produce

2. Recent cases, dealing with established technologies, courts emphasize direct harm suffered by P, commercial nature of D’s use, non-productive/transformative nature of D’s use, relatively low transaction costs in licensing

c. Cultural Interchange – One reason given for maintaining a fair use defense/exception
i. Harper & Row v. Nation Enterprises (1985), 497 – Presumption that using an unpublished work is not fair use (not an automatic bar any more)
1. Nation obtained through an undisclosed source a stolen, as-yet unpublished manuscript of Pres Ford’s autobipgraphy and used it to scoop a scheduled Time article. Despite the newsworthiness and minimal copying, the use of an unpublished work tended to negate the defense of fair use

a. Court found infringement…

b. Reasoning confirmed in other cases using unpublished letters in historical works… - though that seems to be distinguishable from scooping

ii. Campbell v. Acuff-Rose Music (1994), 504 – Parody and Fair Use
1. General – by its very nature, has to use another work, sometimes extensively

a. Because parody is making fun of original, it’s less likely that this is a “presumptive license” situation

i. More important to grant FU to allow such works to happen

2. Applying the factors

a. First 2 factors prob don’t favor FU – parodies are typically commercial and they usually pick on a work of entertainment or substantial creativity

b. 2nd 2 factors are more important…

3. Campbell – Supreme Court rejected Sony’s presumption that commercial purposes disproved FU, if only for parody purposes

a. Evaluating 1st factor, court focused on transformative use rather than commercial use. Transformative use promotes underlying © policies

b. Commercial use doesn’t count against fair user as long as use is transformative, not simply appropriating the 1st work

i. Not always the issue – Betamax use was NOT transformative 

4. How much can parody take form the original? Hard to tell…

a. Extensive creation may be needed for the parody to be successful, fair user may need to take the heart of the work
b. Standard in Campbell – “the parody must be able to “conjure up” at least enough of the original to make the object of its critical wit recognized”

i. Actual amount will depend..

ii. Parodist should try to take no more than necessary – courts have come down differently over whether they can only take the minimum

c. Does the parody have to satirize the original directly? To a certain extent…

i. Justified by original purpose of granting parody a FU purpose – to criticize another text through satire. With the original is used to criticize other things, the pressing need for encroaching on the original is reduced

5. Parody and Market harm – probably works in favor of FU, because parody and original will generally have different markets

a. Rarely can the parody substitute for the original

b. Will have market impact – may decrease the marketability of the original because of its criticism

c. But the real issue is whether the parody fulfills the demand for the original, whether consumers are likely to purchase the parody rather than the original

i. Focus on market harm for the original or for derivatives

ii. If court focuses on harm to derivative markets, transformative use wont protect the use as much…

iii. New Era Publications v. Carol Publishing Group (2d Cir. 1990), 514

1. Are quotations from L. Ron Hubbard’s works in an unfavorable biography fair use?

a. Purpose and Character – biographies generally fit “comfortably within” typical fair use purposes, i.e. criticism and scholarship. The quotes here were for a totally legit purpose
b. Nature of the copyrighted work – taking primarily factual quotations, but it’s customary to do so for biographies, so favors fair use

c. Volume of Quotation – only using a small percentage of work, not qualititatively unfair, not taking the heart of Hubbard’s works

d. Effect on the Market – “We are skeptical here that potential customers for the authorized favorable biography … will be deterred from buying because the author’s unfavorable biography quotes from Hubbard’s worls”

i. A fairly narrow reading of market interplay, harm

ii. But not stealing any major economic element from either the originals or the authorized bio

iv. Castle Rock Entertainment v. Carol Publishing Groun (2d Cir. 1998), 517 – Seinfeld case fair use analysis…
1. Evaluating a transformative work – Repackaging is insufficiently transformative

2. Fair Use?

a. Purpose – clearly commercial, weighs against fair use but that’s not dispositive

i. More critical of the fact that there was no transformative purpose in the work

ii. Very NOT transformative

b. Nature of the original – fictional nature of original is important since secondary is only minimally transformative – makes use look less fair

c. Amount copied – seems to be reversing the analysis, not copying an overwhelming amount of the original, but most of the secondary is direct copying 

i. Even if SAT copied a minimal amount, the other factors more than make up for it

d. Market Effect – not concerned with affecting market for the original, but totally supplanting a potential derivative market, took away an opportunity to develop or license something like this

i. Just because © owner hadn’t done it yet, doesn’t mean the right to should be ignored
e. Discounted relevance of factors like free speech and public interest in a case “which concerns garden-variety infringement of creative fictional works”

v. Nunez v. Caribbean International News Corp (1st Cir. 2000), 520

1. Nunez too photos of Mss Puerto Rico for her modeling portfolio, then distributed them to modeling community per normal practice. Led to subsequent controversy about their appropriateness and arguable pornographic elements, were used on local television station during segment about controversy.
2. Court affirms decision that use was fair, focused on newsworthiness, difficulty of presenting story w/o photos, minimal effect on Nunez’s business

3. Purpose/Character of use – both informative and commercial – to help sell papers but also to inform public of newsworthy story, illustrate real articles

a. Helped by good faith of newspaper, obtained photos lawfully

4. Character of original – neutral, both factual and creative

5. No real harmful effect on market – prob wont affect modeling market, may improve newspaper market

d. Technical Interchange

i. Fair Use and Digital Issues: Is FU going to survive the digital era

1. “User” community argues that FU is more than a matter of economics or convenience, that it serves an independent function by facilitating productive uses of ©d material that might not occur if licenses were required

2. “Content” communities regard FU as a historic artifact of the print market, not needed in digital era when transaction costs are lower and licensing is less of a problem

3. Are tech safeguards going to interfere with FU of the works?

a. Safeguards prevent access ( prohibit all copying, including FU copying

b. DMCA exceptions are, in part, trying to allow for presumptively fair uses, uses that courts would probably consider fair – deciding in advance

ii. Sega Enterprises v. Accolade Inc (9th Cir. 1993) - Revere Engineering of Computer Software, found to be FU
1. Does intermediate copying for reverse engineering purposes, in order to make an independent, interoperable work constitute FU? Yes.

a. Disassembly or decompilation of a computer program to produce a compatible, noninfringing program is FU.

i. Accolade had reverse engineered one of Sega’s game cartridges to create games compatible with Sega systems

ii. The copying was a necessary step in its examination of unprotected ideas/functional concepts in the code

b. This was a commercial use, but indirectly and Accolade was making a productive commercial use – trying to create products to compete in the market, not supplant the market for the original

i. If they couldn’t reverse engineer, Sega would have an effective monopoly

2. Policy – court may have been reluctant to hinder customary industry practice in rapidly changing tech field, particularly a practice that reduces development costs, accelerates innovation, facilitates competitive entry into the field

a. This may have been a commercial use ultimately, but it was to create a new work for an overall public benefit – more products, more competition ( increases diversity of market, incentive to compete

b. Court can’t reject protection of interoperability, also a public benefit

iii. Sony Computer Entertainment v. Connectix Corp (9th Cir. 2000), 532

e. Market Failure or Productive Consumption? What happens when the fair use seems to be less “productive” and more reproductive?
i. Sony Corp v. Universal City Studios (1984), 541 – Private home recording with a VCR is fair use
1. Betamax Case – videotaping. Off-the-air taping for private purposes was FU

2. Stevens – this was a non-commercial use, harm to the market was not presumed, Ps were not able to sufficiently prove harm to the market

3. Blackmun, dissent – Congress intended to limit FU to productive purposes, and this was purely reproductive

4. Policy – Ps were not really trying to settle a dispute but get a ruling for a court-ordered regulatory system on a new, valuable technology

a. Court may have wanted to stay out of it, not rule out the new technology

ii. American Geophysical Union v. Texaco, Inc. (2d Cir. 1995), 551- Photocopying
1. Williams & Wilkins v. US – earlier case found FU

2. Here, Profit-seeking company’s photocopying for research/shelving purposes of scientific journal articles was not FU

a. Not immediate or even direct commercial purposes, but clearly interfering with the journals market for licenses 

b. Not a transformative use at all, and fully reproductive

iii. Princeton University Press v. Michigan Document Services (6th Cir. 1996), 557

1. Copying excerpts of ©d books for coursepacks was not covered

a. Purpose was not the students’ use but MDS’s commercial purposes

b. Court could consider market harm for both book sales and licensing fees

iv. A&M Records Inc. v. Napster (9th Cir. 2001), 567 – what about P2P music arrangements?
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XVIII. Contributory and Vicarious Liability – CB 452-489, Supp 387-394

a. Direct Infringement

i. Infringement is a strict liability offense - §501 – Anyone who violates any of the exclusive rights provided to © owners by 106
1. As long as they can’t raise one of the defenses in 107, etc

2. Fairly harsh liability rule – but makes sense in terms of protecting © owners and not weakening the incentive scheme/structure

a. If there were easier defenses, the incentives wouldn’t mean as much

ii. Religious Technology Center v. Netcom (N.D. Cal. 1995) – Challenging liability rules in the digital environment
1. BBS and OSP claiming they can’t be held directly liable for actions of an infringing subscriber/user.

a. Religious Tech arguing for direct liability – Netcom exercised one of their exclusive rights w/o authorization

b. But what did they actually do?

i. Shaky arguments for distribution, display, reproduction

2. Should there still be strict liability for digital/internet infringement? Not for OSPs… indirect liability perhaps 

a. NOT a direct infringer – Netcom not responsible for reproduction, distribution, display.

b. Reading in a causation/mens rea to the normally strict liability crime – Netcom should be liable for just operating the service, didn’t actually, intentionally, knowingly participate in the infringement

3. Policy considerations for implying causation requirement – court fed up with strict liability under these circumstances, preventing chill on the internet that would come from direct liability imposition on OSPs

a. Allowing this could shut down the internet

b. Secondary Liability:
i. Based on §106 authorization provision - © owners have the right to do or to authorize – read as establishing secondary liability 

ii. Must prove direct infringement before raising claim of secondary infringement

1. not necessarily prove, but there must be an instance of direct infringement

iii. Purposes/rationales of secondary liability:

1. Direct infringement might be the ultimate problem, but it might be minor in comparison to secondary infringement/underlying structure

a. Going after individual infringers might not get at the problem 

i. Better to take on Napster than the individual end users

b. More effective enforcement to shut down the network

2. Indirect infringer might have deeper pockets

3. Problems – distributional considerations – making Napster pay for individual acts ultimately trickles down to costs/penalties distributed to everyone, including non-infringers

a. Courts should consider what imposition of secondary liability will actually mean

c. Contributory Infringement – A will be held liable for B’s directly infringing acts if A has actively induced the infringement, or, with knowledge of the infringement, A has supplied the means to infringe 

i. Effectively, inducing another to infringe, need to make a substantial contribution to the directly infringing conduct
ii. Easy case – where D has actual knowledge of and comes close to directly participating in infringement

1. if D does everything but…

iii. More likely case – D’s knowledge and control are weaker

1. Sony Corp v. Universal studios – the betamax case, liability of device manufacturers?
a. What happens when anonymous end users are using VCRs produced by sony to make unauthorized copies of ©d works? 

i. Sony even less directly involved than Netcom, but did manufacture means for infringement

b. Supreme Court found Sony not liable for contributory infringement, borrowing the “staple articles of commerce” doctrine from patent law, finding that the VCR has substantial non-infringing use

i. To find otherwise would give the studios an effective monopoly over the use of the VCR

ii. Sony knew something, but didn’t know or control to a sufficient extent to be found liable…

iii. Policy – court did not want to suppress development of a new worthwhile technology, don’t want to use © law to suppress free trade or competition
c. General rule – there will not be liability for the manufacture of products that are “capable of substantial non-infringing use”

d. Vicarious Liability – A will be held liable for B’s directly infringing acts if A supervises or has the power to supervise the acts of infringement (ability to control) and benefits or stands to benefit financially from the infringing acts

i. Established when D has the right to supervise and a financial interest in the infringement

ii. Fonovisa Inc v. Cherry Auction, Inc. (9th Cir. 1996), 459

1. Operator of flea market subject to claim for both vicarious liability and contributory infringement for its vendors sales of counterfeit records
a. Vicarious -  D was paid a daily rental fee and collected profits from tangential operations (parking, concessions, admission fee from visitors), and had control of vendors presence

b. Contributory – provision of site and facilities for known infringing activity is sufficient 

i. As long as vendors were charged for infringing distribution rights as well as reproduction

ii. D has to contribute materially to exact instance of direct infringement

2. Policy – more likely to find infringement if D substantially benefits financially

3. Those who benefit financially from infringement should compensate © owner…

e. Online Service Provider Liability

i. Initial response – Direct infringement, Playboy v. Frena (1993)
1. Dealing with a bulletin board, Personal server at someone’s home, paid for by them. BBS used to post and disseminate erotic photos – some taken from Playboy

2. Claimed violation of exclusive right to reproduce

3. OSP was held for infringement of display/distribution 

ii. Religious Technology Center v. Netcom (N.D. Cal. 1995), 462 – Netcom could be charged with secondary liability even if couldn’t be charged with direct…

1. Good analysis of OSP liability…

2. Netcom is JUST an access provider, can they be directly or secondarily liable for infringing materials posted online? Are they facilitating infringement?

a. Arent actively reproducing, just providing mechanism

b. Analogize to other access-provider contributory infringement – in virtual spaces, are radio stations liable for the actions of their listeners?

3. Questions and results of Netcom ( passage of DMCA

a. But for Netcom ( no infringement, but is that fair? Or a good result?

iii. Title II of DMCA, codified as §512 – protects OSPs from being held directly or vicariously liable for certain 3rd party infringing activities 

1. If the activity and the OSP fall under the act, they may be exempted from liability 

2. If they don’t liability will be determined by traditional © analysis

iv. Eligibility for exemptions

1. DMCA applies to “An entity offering the transmission, routing, or providing of connections for digital online communications between or among points specified by a user, of material of the user’s choosing without modification as to the content to the material sent or received” and providers of online/network access/facilities 

2. OSP must meet 2 general conditions – Immunity not provided unconditionally
a. must adopt, implement, inform subscribers of a policy providing for termination of users who are repeat infringers

i. © claim agent

b. must adopt standard tech measures used by © owners to identify and protect ©’d works

3. OSP must also comply with notice and takedown provisions – act immediately
v. Safe Harbors

1. Storing and referring – storing material such as a web page/chatroom, or referring users to material at other online sites (linking)

a. Conditions – safe harbor will be available if

i. OSP doesn’t actually know that material is infringing

ii. OSP is not aware of info from which infringing nature of material is apparent

iii. OSP acts quickly to remove or block material if OSP acquires knowledge of infringement

iv. OSP does not obtain financial benefit directly attributable to infringing material while also having right/ability to control the material

v. OSP complies with notice and take down provisions

2. System caching – which occurs when OSP makes a temporary copy for subsequent users, applies to materials originally placed online by someone other than OSP and is transmitted from originator through OSP system, to and at request of 3rd party.

3. Transmission and Routing – if OSP acts as a conduit for materials passing between other parties, when OSP is involved in providing intermediate and transient storage of infringing material

a. OSP must not be more than passive conduit, can not direct, initiate, select or modify the content of the material sent by 3rd parties

vi. Results – OSP will not be liable for monetary relief for claims of infringement founded on the activity in question, safe harbor will also limit injunctive relief against OSP

vii. Hypothetical – Would providing a link to an infringing website be secondary liability?

1. Contributory infringement – assisting an infringement by someone else who is infringing

2. Who would the website be infringing? It’s not helping the actual infringement, it’s just helping people get to the infringement…

a. Not hosting the infringement, just directing to it – particular problem for web browsers

3. But if the linking site defendant facilitates the searchers in making copies on their own computers, this might facilitate the unauthorized display and reproduction

a. When B goes through A to download an infringing site, the link assists B in making that electronic copy, download

b. The direct infringers are B, the users who are reproducing the copyrighted work on their own computers without authorization

4. The linking website would be liable for helping that if they knew – and they did know if they were providing the link only because they knew that they couldn’t put up the copy directly

5. Browsers will now take down links under provisions of the DMCA if they are alerted…

f. Peer to Peer Systems:

i. How do we handle this even newer technology?

ii. A&M Records, Inc. v. Napster (N.D. Cal. 2000), 469 – Napster was 2nd liable

1. Can Napster escape under the articles of commerce doctrine, as a manufacturer of a device with non-infringing use?

a. Prob not, their software wasn’t really a device…

2. Is Napster liable the same way Netcom was? Didn’t even have a central system, wasn’t technically a physical intermediary.

a. Was there direct infringement? No, no reproduction, display, distribution

b. Just providing index of where allegedly infringing songs reside…

c. Ironically, wouldn’t qualify for DMCA protection because wasn’t actually a transmitter – no transmission of infringing materials through its servers

3. Secondary liability? 

a. Prob not contributory – not really inducing infringement

b. More claims for vicarious – direct infringement form users; some ability to control – could control the index of songs, delete songs from the list, though users began to circumvent that; must have been deriving some financial benefit or wouldn’t have been in operation

4. Court’s response – if Napster couldn’t find a way to stop the infringement, they would have to shut down

iii. RIAA v. Aimster (7th Cir) – also held the service liable, even though MORE decentralized than Napster

1. Encryption protection used constituted willful blindness to infringing activity

iv. P2P Round 2

1. Kazaa B. v. Buma & Stemra (Holland, March 2002)

2. Metro-Goldwyn-Mayer v. Grokster (9th Cir. 2004)

a. Court finally getting more accustomed to dealing with this tech

b. Suggesting possible system to avoid liability

c. If end users could still exchange files using the system, regardless of D’s actions or business or even existence ( D shouldn’t be implicated?

g. Criminal Infringement

i. United States v. Moran (D. Neb. 1991), 480

ii. United Stated v. LaMacchia (D. Mass. 1994), 483

XIX. Copyright in a Global Information Economy - CB 21-23, 47-60, Supp 331-332

a. International © issues now considered an aspect of international trade

i. What makes it possible to trade in copyrighted works is © law

1. Might not be true any more – tech measures may protect works w/o the law, might not hold up in digital age

ii. Need assurances of © protection in countries you want to sell to – parties wont do business in places where © wont be protected

b. Major International Treaties: Some joined by the US, some not…
i. First joined the UCC: Universal Copyright Convention – 1954, UNESCO originated

1. National treatment – if you have a local system, you have to give the same protection to foreign works that you give to domestic works

2. Made up mostly of developing states – US wanted chance for expansion of American IP into these markets, industries

ii. Berne Convention – founded in 1886, but not joined by the US until 1988

1. Territoriality

2. National treatment

3. Minimum protection standards

4. A more diverse system – incorporated a number of copyright ideologies

a. Part of the problem preventing widespread acceptance

5. Explanations for US hesitancy: Didn’t want to accede to some of the requirements

a. Didn’t want to abandon formalities – Berne required protection to not be dependent on formalities

b. Didn’t want to acknowledge moral rights 

c. Hesitant to adopt accept fundamental normative standards

i. Minimum levels of protection across the board - though so minimal that the US already had higher standards

ii. But problems of giving up independent, constitutionally mandated control for international reasons… 

iii. TRIPS agreements:

1. National treatment

2. Most favored nation standards for treatment of other countries – a way to set the minimum standards

3. Norm Setting

a. Incorporates Berne Standards in Art. 1-21, then adds additional provisions

4. Advantages of TRIPS

a. Harmonization

i. Standardization – not only across international lines, but across the different branches of IP

ii. Reduced transaction costs

iii. Facilitating trade in virtual goods

b. Enforceability

i. Making up for shortcomings in Berne Convention

1. And the spotty, specific implementation legislation enacted by the US

2. Adding teeth co Berne protections

ii. Dispute mechanisms through the WTO – can review the problem and implement real trade sanctions

iii. Provides stronger incentives to change domestic laws, comply with the agreements

1. Incentives within the laws and to comply with the laws

c. Benefits for developing countries

i. Applying a development theory, focus on trade benefits

ii. Supposedly going to help them become stronger participants in IP markets/industries

1. But the development benefits really haven’t materialized – cant just jump into the industries because there’s protection

2. Protection doesn’t provide enough incentive

5. Evaluating TRIPS – does one standard really fit all?

a. Is IP really a trade issue? Not entirely…

b. Forces some compromise on national sovereignty – can the US constitutionally sign on to stuff like this

i. Not all requirements fit all copyright regimes/conceptions

c. Is there really a global system of © values? This may overlook important cultural differences, principles/ideas underlying US system aren’t always the same as in other countries

d. Discriminatory applications – protects things considered important in some places, but leaves out things that are considered equally important in others

i. Example – indigenous creation, folk art…

XX. Technological Protection - CB 573-603, Supp. 397-406
a. Evolution of the technological protection debate

i. Tech measures allowing copyright owners to protect their works on their own

1. Supplementing legal measures, but potentially undermining some of the theoretical purposes of © law

2. Sometimes tech measures based on other legal structures – click wrap licenses and the return of the copyright contract

3. Just another way to regulate? Making certain uses unavailable or subject to additional regulation…

ii. Restrictions on access produce increasingly strong proprietary rights

1. Initially needed because the © status of some works was uncertain

2. But now that © has been granted, how should this all be balanced out?

b. DMCA and Circumvention - Copyright Protection Systems and Copyright Management under the DMCA

i. Providing protection against circumvention of the tech measures – legal protections to privilege the tech measures, protect © owners who use them from attempts by users to get around them

ii. Criticism of anticircumvention laws – chilling expressive activities, obstructing encryption research, preventing research engineering, jeopardizing education/research, allowing © owners to lock up PD materials, frustrating fair use for information 

iii. Promotion of laws – better enable enjoyment of making work public w/ protection of tech measures, minimizing traditional costs/risks of public distribution

iv. Title 1 – implements WIPO treaties

1. Requiring member nations to protect digitally transmitted works

a. To provide legal remedies against circumvention of tech measures designed to block access to copyrighted works

b. To prohibit interference with © management info digitally encoded in © works, including info about © ownership and licensing terms

2. Outlaws products designed to enable users to circumvent tech measures

3. Imposes civil and criminal penalties for violations of act

v. §1201 – Anti-circumvention measures

1. 1201(a)(1)(A) measures to prevent unauthorized access to ©’d work

a. “No person shall circumvent a technological measure that effectively controls access to a work protected under this title”

b. Breaking and entering protection – user can’t force access to a protected digital work

c. Problem – what about when tech protections are applied to things that wouldn’t be ©’d? blocking PD materials, ideas?

d. Problem – blocks access for even lawful uses

2. 1201(a)(2) – trafficking ban

a. “No person shall manufacture, import, offer to the public, provide, or otherwise traffic in any technology … that is primarily designed or produced for the purposes of circumventing a technological measure that effectively controls access to a work protected under US copyright law, has only limited commercially significant purpose other than circumventing, is marketed as such”

b. Reflection that the greater problem might be the people who market the results of hacking, rather than the personal hackers

3. 1201(b) measures to prevent unauthorized copying of a ©’d work

4. Only prohibits circumventing tech measures that impede access, not those that prevent copying – attempt to retain fair use of the underlying work

5. Prohibits manufacturing or making available technologies, products, services used to defeat tech measures, blocking products designed and marketed only for circumvention, that serve no other commercially significant purpose

6. Exceptions – some reasons to circumvent, ways to specifically address some of the strongest concerns when written…

a. General exception for users who are, are likely to be adversely affected in their ability to make non-infringing use of now protected works…

i. Determined according to factors like – availability for use of copyrighted works and works for nonprofit archival, preservation, education purposes; impact prohibition has on comment, criticism, news reporting, teaching, scholarship, research; effect of circumvention on market for/value of ©’d works

b. Exemption for nonprofit libraries, archives, educational institutions

c. Exemption for law enforcement/intelligence activities

d. Exemption for reverse engineering required to achieve interoperability of an independently created computer program

e. Exemption for encryption research

f. Exemption regarding protection of minors

g. Exemption for protection of personally identifying information

h. Security Testing exception

i. There is no generalized fair use – 107 only applies to 106, not to 1201 

i. Circumvention is never a fair use, even if the ultimate objective was a fair use of the protected work

ii. D can claim FU on the use, but still be liable for the circumvention

vi. Ramifications of tech protections and anti-circumvention laws

1. Innovation policy, progress – Felten Dispute

a. Risk of blocking expressive, non-protected aspects behind tech fences

2. Undermining principles of © law – risk of creating absolute, perpetual exclusive right to control access

3. Free Speech – Felten dispute as well

a. But there’s always a free speech argument if tech measures seem to impede fair use

b. May also compromise free speech rights of researchers…

c. Courts have been unwilling to hold DMCA unconstitutional on 1st grounds

4. Shifting the public ordering of protective legal measures – tech measures may control before © measures

5. Privacy issues - © management systems change the nature of using © works, b/c management systems can track users
a. Tech measures sometimes require collection of data about users

6. Competition and antitrust issues – don’t want to allow © owners to use DMCA and tech measures to monopolize markets
a. Fair use that normally allows copying to achieve interoperability to then enter the market isn’t protected here

7. Tech arms race for tech protection

a. Though might be a good thing – encourage further innovation, foster increased R&D

c. Universal City Studios Inc. v. Reimerdes (S.D. N.Y. 2000), 581

i. Ps sue Ds for hacking, devising computer program called DeCSS, designed to circumvent DVD protection system – CSS

ii. Does this violate DMCA anti-circumvention provisions? 

1. Ds argue that if protection could be broken, circumvented, it must not have been effective – court rejects that…

2. To violate 1201(a)(2), need only satisfy one of the 4 criteria – Ds primarily designed their program with the purpose and intent of circumventing technology – violation of (a)(2)(A)

3. What about 1201(a)(2)(B): limited commercially significant purpose; arguably, YES.

4. What about exemption 1201(f): reverse engineering, can circumvent technological measure that effectively controls access to particular portion of that program for the sole purpose of identifying and analyzing those elements of the program that are necessary to achieve interoperability of an independently created computer program with other programs

d. Lexmark Int’l Inc v. Static Control Components (2003)
i. Lexmark distributed toner cartridges with a computer chip that identifies the real cartridge once installed. Printer/cartridge recognize each other.

1. SCC reverse engineered Lexmark program, created complementary program to allow recycled cartridges to work with Lexmark printers.

ii. Does this violate © law? Or tech protections? No.

1. Seems more of a competitive issue – 2nd comer is circumventing 1st party’s market control

2. The measure didn’t really control access to the ©’d program, it affected access to use of the printer

3. The authentication sequence, what was circumvented, wasn’t actually protecting access to the program, it was protecting access to the printer

a. This wasn’t breaking into a © work, or through something protecting a © 

iii. Court now requires that the technological measure at stake actually protects access to a copyrighted work – as opposed to working the printer

1. Policy – don’t want manufacturers using the DMCA to gain extra market protection, control consumer markets rather than ©’d works…

e. Protection for Copyright Management Information

i. §1202 – DMCA also prohibits tampering with CMI, imposes liability on anyone who provides or distributes false CMI

ii. Kelly v. Arriba Soft Corp. (C.D. Cal. 1999), 599

XXI. Ownership: Who is an Author? - CB 127-152, 2004 Supp. 334-337

a. Who is an author?

i. Initial ownership – defined in §201(a)

ii. Reflecting some conception of the “originator” – partially romantic vision, most © works are not such individualized creations any more

b. Sole Authorship

i. Lindsay v. Wrecked and Abandoned Vessel R.M.S. Titanic (S.D.N.Y. 1999), 128

1. Lindsay directed, produced, and was cinematographer of documentary on Titanic; Ds shot it and licensed it to Discovery Channel.  P claims © infringement b/c he was sole author.

2. Court finds Lindsay sole author, despite contributions of others.

a.  Intellectual production was under his control: he created story boards for camera angles, direct shooting sequence, etc
b. Individual who exercise high degree of control over a photograph may be considered the “author” even when that individual does not physically shoot the photograph or film.

c. Joint Authorship

i. Requirements for joint authorship

1. An intent to be joint authors in a single unified work – must be mutual

a. Authors must share intention to merge their contributions into a single work of authorship, for which they will both be considered authors

b. Judging intent – contract or written evidence if available, circumstantial evidence about control, creative and financial investment
2. Contributions that are separately copyrightable

a. Why? If there’s no ©able expression in one author’s contribution ( giving protection to ideas

b. Certainty and predictability – makes it easier for participants and courts

3. To prove P is a joint author – P must prove that P’s contribution was ©able, that there was a mutual intention to merge P’s work with the other authors, and that P meets general conception of author…

4. If a work is not a joint work, might be a derivative
a. Purported joint author is actually author of derivative

ii. Erickson v. Trinity Theatre, Inc. (7th Cir. 1994), 130 – Defining joint authorship, Each contribution must be separately copyrightable 

1. P was founder of Trinity Theatre and wrote plays for the company. Company members would contribute somewhat. After P left, she wanted company to stop performing her plays. Company claimed status as joint author.

2. Held, Trinity Theatre NOT a joint author under Prof Goldstein’s ©ability test: collaborative contribution produces joint work when each contribution represents original expression that could stand on its own as the subject matter of the ©.  Injunction affirmed.

a. Ideas, refinements, and suggestions standing alone are not ©able

b. 2 possible tests for joint authorship, both preclude finding of joint here:

i. Nimmer’s de minimus test: combined products of joint efforts must be ©able

ii. Goldstein’s ©ability test: requires each contribution be ©able

iii. Aalmuhammed v. Lee (9th Cir. 1999), 131

1. P hired as “Islamic technical consultant” for Malcolm X film. Unsuccessfully attempted to claimed co-ownership.

a. Intention to create a joint work must be mutual. Lee intenteded for P to contribute, but not to qualify as an author.

b. Additionally, P’s contribution probably did not rise to ©able status…

d. Works Made for Hire

i. §201(b) – allows initial owner to be someone other than the human creator

1. Concept unique to American law – connects with disregard for moral rights

2. Employers ownership - §101(1)

3. Commissioned work - §101(2) 

a. Work has to be commissioned, and has to fit within one of 9 eligible categories

b. Must be a written agreement signed by both parties authorizing the commission

ii. What qualifies as work for hire?

1. Must be produced by an employee

2. Must be work created within scope of the employee’s work

3. Employment status and scope of employment determined by common law of agency – based on hiring party’s right to control manner and means by which product is created

a. Factors to consider – salary, benefits for and taxes on the employee, employer’s control over creative process, amount of resources provided by employer, risks imposed on employer or employee

4. Example – Test case of the “teacher exception” – who is the owner of course materials, distance learning presentations, books and papers, research results, computer programs?

a. Teacher is an employee, but what falls within scope of employement?

b. There is a specific teacher exception for certain educational works created within the educational environment – teacher will retain ©

iii. CCNV v. Reid (1989), 136 – Defining work for hire, meaning of employee v. independent contractor
1. Reid created sculpture for CCNV. After disagreeing on subsequent exhibition of the work, Reid took custody. CCNV sued for © declaration.
2. Who held © in the sculpture? Was it a work for hire? Was Reid an employee?

3. Court held that Reid was NOT an employee, was an independent contractor, under common law agency principles, and retained ©.

a. Evaluated 4 bases of work for hire:

i. Work made for hire comes into existence when hiring party retains right to control work

ii. Work made for hire comes into existence when hiring party actually retains control in the creation of the work

iii. Term “employee” applies only to those persons so defined under agency law

iv. Term “employee” only refers to formal, salaried employees

b. Selected 3rd choice – use the law of agency.

c. Factors to consider when determining status under agency law - skill required; source of instrumentalities and tools; location of work; duration of relationshiip b/w parties; whether hiring party has right to assign additional projects to hired party; extent of hired party’s discretion over when and how long to work; method of payment; hired party’s role in hiring and paying assistants; whether work is part of regular business of the hiring party; whether hiring party in business; provision of employee benefits

iv. Aymes v. Bonelli (2d Cir. 1992), 140 – Employee status
1. P was a computer programmer who quit his job then asked for balance of wages due.  D, the employer refused to pay wages absent an assignment of copyright.  Claimed there was a work for hire relationship even though no taxes nor benefits were paid due to the industry custom of working off the books.  

2. Court considered works NOT work for hire. P was an independent contractor.

a. Emphasized tax factors in determining employment status. Don’t want to encourage breaking the law.  D must pay employees proper benefits and taxes if he wants to get the benefit of the work for hire doctrine.

v. Avtec Systems v. Peiffer (4th Cir. 1994), 144 - Determining whether work is in scope of employment
1. Courts looking to Agency law again – consider

a. Whether work was of the type employee was hired to perform

b. Whether creation of the work in question occurred substantially within the authorized time and space limits of employee’s job

c. Whether employee was “actuated, at least in part, by a purpose to serve” the employer’s purpose

2. Held here that computer program developed after hours, at employee’s home, was NOT within scope of employment

a. Employer failed to prove 2nd and 3rd prong

e. Ownership in Collective Works - §201(c) – NOT a category if initial ownership

i. The Collector is the owner of the collective work, but the individual authors retain © in the contributions

1. Collector only holds © for the compilation/collection

2. Can’t let collector immediately take over rights in component pieces

3. Unless underlying rights are transferred – let the market work it out…

f. Default rules for determining ownership – considerations when determining the initial owner

i. Efficiency

1. Transaction costs

2. Economic risks

ii. Predictability and certainty – people aren’t going to invest in works they are not sure they’ll get to own

iii. Power relations – who can bargain to protect their © rights?

iv. Justice – who “should” be the author

v. Innovation policy

1. Which party needed the incentive to create? Who do we need to protect in terms of facilitating new works?

2. Tied to financial risk as well

3. To what extent does it make sense to divide © rights?

g. US Government Works

XXII. Ownership: Transfer of Copyright Ownership - CB 185-214, Supp. 356-363
a. General Principles:

i. §101 – definition of transfer and divisibility of ownership

1. Each right may be owned separately - © is a bundle of exclusive rights
2. Each may be granted out under exclusive or non-exclusive license

ii. §204 – Format of a proper transfer. Need a writing signed by the owner

1. No official standardized transfer document, but most agreements include provisions re: royalties, duration of agreement, geographical scope, manner in which work may be exploited (transferred right), termination circumstances, name to be carried on notice of ©, responsibilities for maintaining an infringement suit
2. Needs to refer to exclusive copyright rights and must specifically grant it to another party

3. Purpose of writing – ensure that © owner will not inadvertently give up ©. Also helps as later evidence, guidelines…

4. The courts have been able to bypass some of the restrictions

a. Example - What happens if there’s no contract but a 3rd party is still using one of the rights?

b. Court can find an oral assignments for non-exclusive rights – don’t need a written document for non-exclusive rights

i. Non-exclusive licenses may be implied from conduct of the relationship between the parties

c. Owner can’t sue for the use of non-exclusive rights, not necessarily on non-exclusive licenses either

iii. Policy – why sell or assign ownership?

1. So that ©owner can better exploit the ©

a. Someone else may be better able to create, use, market the derivatives

b. Allows extraction of additional economic benefit

b. Termination of Transfers

i. Why do we allow this? To allow authors to recapturing the value of the copyrighted work

ii. Policy - wanted to give owners a chance to recapture their rights, assuming that writers and authors may not be acknowledge sufficiently when the transfer was first negotiated and should have a right to callback their copyright protection

iii. Rights apply only to authors – does not apply to works made for hire

1. In theory, employees don’t suffer from same bargaining disparities 

c. Mechanics of Transfers

i. Effects Associated v. Cohen (9th Cir. 1990), 191
1. Effects agreed to shoot seven shots for Cohen’s movie via oral K.  No mention in © of shots; D dissatisfied with footage and paid P only ½ the $;  D used the shots anyway, and P sued for infringement claiming that D had not right to use footage until he paid full price owed
2. Court holds that since since there was no writing there was no transfer of ownership in accord with § 204, however a non-exclusive license can be implied here.  Finds that Effects still owns the footage, but has impliedly licensed its use to D.  Effects can demand payment and later resell the footage to recoup his losses.  Decides that this is a contract rather than a copyright matter

a. Non-exclusive licenses may be granted orally, or may be implied from conduct

b. Exclusive licenses governed by §204 requirements

d. Old Language and New Uses – What to do when transfers and non-exclusive licenses are faced with challenges to the scope of the media to which transfer originally pertained?
i. Parties may have failed to take account of new medium – whether it existed when transfer was arranged or completely developed after

ii. Courts will generally try to determine intent – analyze language of agreement, permissible circumstantial/extrinsic evidence, general customs or expectations of the parties/industry

1. Trying to figure out whether the new use fits within the terms of the license as drafted – whether transferee can exploit the new use, or whether that right is retained by © owner

iii. But what to do when the new use is from a totally new, subsequently developed media? There is no way to have had an intent towards a medium parties didn’t know about… Courts have adopted 2 general approaches…

1. Strict – generally favors the licensor, limits media use to literal terms of the agreement, the unambiguous core meaning of the term

2. Reasonableness approach – media use would include all uses reasonably falling within the media described in the license. Generally favors the grantee, promotes wider distribution of copyrighted works in new media

iv. Boosey & Hawkes v. Walt Disney (2d Cir. 1998), 196

1. P was assignee of ©s for Stravinsky’s “The Rite of Spring”; sought declaration that 1939 agmt granting D right to use the song in its movie “Fantasia” did not include the grant of rights to D to use work in video format
2. Court found for D - Licensee may properly pursue any uses which may reasonably be said to fall w/in the medium as described in the license, at least when the new medium is not completely unknown at the time of K
a. What governs under Bartsch is the language of the K: should be broad to cover new medium 
b. License to record the Rite of Spring for a motion picture also allowed Disney to record for distribution on video
v. Random House v. Rosetta Books (S.D.N.Y. 2001), Supp. 357

e. New York Times v. Tasini (2001), 208 – Old language, new uses, new media and originality
i. Evaluating the rights of collective work © owners and © owners of individual works that have been included in the collective work when applied to new media

ii. Freelance authors claiming © infringement for having their articles included in electronic databases

iii. Held, Publishers liable for infringement: §201(c) dictates that the owner of copyright in the collective work is presumed to have acquired only the privilege of reproducing and distributing the contribution as part of that particular collective work, any revision of that collective work, and any later collective work in the same series
1. Electronic and CD-ROM databases containing individual articles from multiple editions of periodicals are not reproduced and distributed as part of revisions of individual periodical issues from which the articles were taken, hence publishers of periodicals may not re-license individual articles to databases under the © Act section governing collective works, absent a transfer of © from authors of individual articles
2. Transfer from periodicals to database is more than just medium transfer, total format transfer between compilation and individual works
a. Compilation owner specifically does not get rights to individual article, can’t take compilation apart
b. Authors are entitled to negotiate for use of their articles as individuals
XXIII. Contracts and Preemption – CB 605-629, 652-670, Supp. 407-412

a. Federal IP Preemption - Main question for preemption in the IP framework – under what circumstances does state protection unduly interfere with the objectives and policies of federal protection?

i. Expansive view of state law – would allow an active role, state law could fill in gaps left by federal law, could regulate IP except in clear instances of conflict with fed law

ii. Minimal view – treat common law IP protection suspiciously b/c of tendency to take information out of the PD and complicate the system with state differences

iii. Purposes of preemption – reaffirm supremacy of congressional over state legislation, establish a sense of national uniformity (particularly important for IP), establish division of labor between fed/state and different fed laws

b. Key Early Cases:

i. Sears Roebuck v. Stiffel (1964), 607, Compco v. Day-Brite – Supreme court found Illinois state law preempted in both cases

1. Concerning product shapes/designs for lights, neither of which qualified for mechanical or design patents or copyright

2. Court invalidated unfair competition law, b/c it conflicted with fed law

3. “When an article is unprotected by a patent or a copyright, state law may not forbid others to copy the article.”

4. Seems to divide the IP world between copyrighted/patented materials and PD

a. Any state attempt to legislate within the PD is preempted

ii. Goldstein v. California (1972), 609 – court found concurrent state powers…

1. First evaluation – did the copyright clause of the constitution totally preclude states from legislating in the area? No.

a. No clear indication in the constitution of grant of exclusively federal power

b. IP power was not of such national interest that state legislation in the field would inevitably lead to federal conflict

2. Second evaluation – did federal copyright law implicitly preempt CA anti-piracy statute?

3. Dividing the IP world differently – carves out a realm of works that congress did not intend to protect

a. Need to ask to what extent a certain type of intangible is covered by legislation, has congress considered legislating in this area?
i. If congress purposefully left it unprotected ( states can’t regulate
iii. Kewanee Oil v. Bicron Corp. (1974), 613 - states can protect trade secrets on their own

1. Kewanee chose to select trade secret protection rather than patent protection, and was allowed to

2. Court focused on whether state and federal law could exist harmoniously in the same field…

a. Carved out another area of the PD – things that can be protected by state laws, but can’t be protected as property rights, like trade secrets
c. Express Preemption under 1976 Act

i. Potential conflicts – pre-emption over conflicting state laws, conflict between federal laws (copyright v. patent), conflict between state laws and federal PD

ii. §301 – Defines what it means to be in conflict with fed © laws. State law is specifically preempted if

1. state law protects the same rights as those conferred by 106 – the state law needs to be regulating rights that are equivalent to any of the exclusive rights within the general scope of © as specified by 106
a. If state law is trying to control a 106 right, it will probably be pre-empted

b. How to define equivalency 

i. Need an extra element to uphold the state law – states must be regulating something other than a pure © right, to take it out of fed scheme

ii. If state is trying to control something wholly and only covered by §106 ( preempted

2. and state law protects the same subject matter enumerated in 102 and 103

a. Conflict must concern ©able works

b. Though the “subject matter” line is hard to draw

i. Sears doctrine – world divided between copyrighted/patented materials and the PD, and any attempt for state to legislate within PD is preempted

ii. Goldstein doctrine – carves out realm of works that congress did not intend to protect

1. Ask to what extent a certain type of intangible is covered by legislation

2. If the work was left unprotected for a reason, state’s can’t protect either

3. Problem – what to do with congressional silence?

iii. Kewanee doctrine – finds another slice of works that might be protected but not by property rights – trade secrets, ec

3. Results – 301 was supposed to add certainty, but did it? There’s still uncertainty about © laws themselves, and uncertainty about interaction w/ other laws

iii. Harper & Row v. Nation Enterprises (2d Cir. 1983), 625 – Example of applying 301
1. Subject Matter Requirement

a. State law claim is applied to a work which falls within the type of work protected by copyright (§102, 103)

b. General Scope

i. Rights protected are equivalent to any of the exclusive rights within the general scope of copyright as specified by §106

ii. Is an extra element necessary to constitute a state created cause of action? Or is P suing on a pure copyright claim?

c. Violation of what rights? Conversion, tortious interference w/ contractual relations
d. What exactly is P looking for? Preventing publication, which is a copyright issue so would fall to pre-emption, and possession, but didn’t meet conversion standards here because “theft” was only temporary

iv. Bonito Boats v. Thunder Craft Boats (1989), 616 - patent act preempted a florida statute concerning “plug molding” for boats

1. Florida law seems to have been interpreted as mini-patent ( more in direct conflict with federal law ( states can’t apply their own patent-like protection to design and utilitarian aspects of products

v. Video Pipeline Inc. v. Buena Vista Hope Entertainment (D.N.J. 2002), Supp. 407

1. Distributor of movies negotiated license to use previews of movies as well, negotiations and deal fell through, so distributor created his own previews and used them online. Copyright owner raised both copyright and common law claims

2. Were the common law claims preempted?

a. Would such claims conflict w/copyright limits, allow © owner to protect works in unauthorized ways?

b. Common law claims – passing off, unjust enrichment – can’t take and use a work that’s copyrighted by someone else

i. But that’s exactly what © protects – it’s both unjust and enrichment b/c the work is protected

ii. If you did the same things w/unprotected works, it wouldn’t be pre-empt

3. Because © owner was trying to protect copyrights, on a substantive level, the common law claims were preempted

a. Court reads behind the claim – is the action/use/element at issue really something protected by copyright? If so ( controlled by copyright law, can’t be controlled by state law

d. Contract 

i. Contracts can be used both to transfer/assign/exploit copyrights and also to restrain uses, either copyrighted or non-copyrighted uses

1. Why sell or assign ownerhip?

a. Better way to exploit © and the individual rights

b. Someone else may be better able to create, use, market derivatives, etc

c. Allows extraction of additional economic benefit – 2nd-comers can’t use the original work w/o authorization, may be willing to pay a lot for the rights

2. Questions to consider

a. How was the contract formed

b. Who should the contract rights apply to, be enforced against? Not like property rights which are enforceable against the world

c. To what extent to we consider the use involved covered by a license, should we presume that all uses are licensed/licensable?

i. Assume that some works/uses are universally covered? That there’s no way they’re being used, there are no ways to make certain uses without a license?

ii. Non-exclusive licenses – becoming more important in relation to digital media

1. Create opportunity for direct contact between distributors and end users, w/ lower costs

2. Problems – if © owner tries to limit the licensed activities to restrain things (like reverse engineering) that would be allowed under copyright law

iii. User License Agreements (ULA) – 

1. Challenged under contract law – formation issues

2. Challenged under copyright law

a. Preemption – may invalidate contract provisions that conflict with federal © law

iv. Vault Corp. v. Quaid Software Limited (5th Cir. 1988), 653

v. ProCD v. Zeidenberg (7th Cir. 1996), 658

1. ProCD didn’t really have a © claim, just really a contract claim

a. The only thing that could have been ©’d was the program, and Zeidenberg wrote his own

vi. SoftMan Products v. Adobe Systems (C.D. Cal. 2001), 665 – Non-exclusive licenses and preemption 
1. Adobe was selling software package, w/restriction on what purchaser/licensee could do

2. Could softman un-bundle the package? They hadn’t consented to the license because had never actually /loaded used the program

3. Adobe’s argument – breach of contract, copyright infringement of distribution right

4. Softman’s response – first sale doctrine protects against distribution right claim

a. Does first sale really apply?

5. Compare with Adobe v. Stargate (2002) - Distributor of software is redistributing Adobe at a discount to educational purchasers. Court found that even distributors are required to follow the license restrictions. Adobe is selling licenses, and anyone who buys that is a licensee, subject to the restrictions

6. Policy – Adobe is fighting for market control, especially important for an easily copyable, public good, demanding exactly the things the first sale doctrine prevents

a. FSD mitigates perpetual market control - © owner has exhausted distribution rights upon first sale

b. Adobe trying to make purchaser a licensee rather than an owner, to preserve distribution right…
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